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The America 
Invents Act: 

USPTO Implementation – 
Inter Partes and 

Post-Grant Review

By d. Christopher ohly

The America Invents Act (AIA) was enacted 
on September 16, 2011. Pub. L. No.112-29, 
125 Stat. 284 (112th Cong.)(Sept. 16, 2011). 

The AIA creates new “post-grant” and “inter partes” 
review procedures for third-party patent challeng-
es in the Patent and Trademark Office (USPTO). 
The post-grant review procedures are codified in 
35 USC §§321 – 329. Inter partes procedures, which 
replace inter partes re-examination, are codified in 
35 USC §§311- 319. Both new procedures become 
available in September 2012. 

Inter partes review is available for any issued pat-
ent. In contrast, post-grant review is available only 
for patents sought after March 16, 2013. Since first-
to-file patents sought thereafter are not likely to be 
issued for several years, post-grant procedures will 
not be useful for some time. This article concen-
trates on inter partes procedures.
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Statutory Background
Any person who is not the owner of 
a patent, and who is the real party in 
interest, may request initiation of inter 
partes or post-grant procedures. A peti-
tion for inter partes review must show 
“that there is a reasonable likelihood 
that the petitioner would prevail with 
respect to at least [one] of the claims 
challenged in the petition.” 35 U.S.C. 
§314(a) (hereafter “AIA §”). A petition 
for post-grant review must show “that 
it is more likely than not that at least 
[one] of the claims challenged in the 
petition is unpatentable.” AIA §324(a). 
Arguably, the standard for initiation 
of post-grant review is higher. Both 
standards are likely higher than the 
“substantial question of patentability” 
standard now applicable in inter partes 
re-examination proceedings. 35 U.S.C. 
§§312 and 313. In all cases a petitioner 
must prove unpatentability by a simple 
preponderance of the evidence. AIA 
§§316(e), 326(e). In civil patent litiga-
tion, a patent challenger must prove 
patent invalidity by clear and convinc-
ing evidence. Microsoft Corp. v. i4i Ltd. 
Partnership, 131 S.Ct. 2238 (2011).

A petition for post-grant review must 
be filed not later than nine months after 
a challenged patent or reissue patent is 
granted. AIA §321(c). A request for inter 
partes proceedings may not be filed until 
at least nine months after a challenged 
patent or reissue patent is issued, or 
after termination of post-grant review, 
whichever is later. AIA §311(c). The 
petition will likely be a matter of public 
record. AIA §§312(b), 322(b).

Inter partes review may not be insti-
tuted if the petition is filed more than 
one year after a patentee’s complaint 
alleging infringement of the chal-
lenged patent. AIA §315(b). Similarly, 
inter partes review may not be insti-
tuted if, before the petition, the peti-
tioner or real party in interest filed a 

civil action challenging the validity 
the same patent. If a civil action is filed 
by the petitioner after seeking inter 
partes review, that action is automati-
cally stayed, but the stay may be lifted 
under certain conditions. AIA §315(a). 

A petition for inter partes review may 
only be based on grounds set forth in 
35 U.S.C. §§102 and 103, that is, antici-
pation or obviousness “on the basis of 
prior art consisting of patents or printed 
publications.” AIA §311(a). In contrast, 
a petition for post-grant review may 
be based on any ground that could be 
raised under 35 U.S.C. §282(b)(2 and 3), 
including anticipation or obviousness, 
failure to provide a sufficient written 
description of lack of enablement, and 
other grounds. AIA §321(a). 

The petition must state “in writ-
ing and with particularity, each claim 
challenged, the grounds on which 
the challenge to each claim is based, 
and the evidence that supports the 
grounds for the challenge to each 
claim.” It must include copies of 
prior art upon which the petitioner 
relies and affidavits or declarations 
of supporting evidence and opinions 
of experts. AIA §312(a)(3). The word 
“including” in the statute opens the 
possibility that a petition may include 
other materials.

Significant collateral estoppel effects 
attach to final judgments after inter par-
tes and post-grant procedures. Trial of 
an inter partes matter will occur before 
three judges of the new Patent and Trial 
Appeal Board (PTAB). AIA § 6. After a 
final decision under AIA §318, the peti-
tioner will be estopped from asserting 
in later patent litigation that any chal-
lenged claim “is invalid on any ground 
that the petitioner raised or reasonably 
could have raised during that … review.” 
AIA §§315(e)(2), 325(e)(2). 

Since certain patent challenges can-
not be made in inter partes review, 

the statutory estoppel provisions will 
not apply to those unpermitted chal-
lenges. On the other hand, in light of 
these estoppel provisions, it is doubt-
ful whether any potentially invalidat-
ing prior art can be held back in inter 
partes or post-grant proceedings. Such 
unused prior art may be asserted later 
by other, non-related litigants who are 
not bound by the estoppel.

The AIA’s estoppel provisions are 
inapplicable if a review proceeding is 
settled prior to decision on the mer-
its. AIA §§317(a), 327(a). Under the 
proposed USPTO rules, parties may 
settle any issue but the PTAB will not 
be a party to the settlement and may 
independently determine any question 
of jurisdiction, patentability, or PTAB 
practice. Statutory recognition of settle-
ments in such USPTO proceedings is 
new. Under previous inter partes re-
examination procedures, there were no 
explicit provisions and settlement was 
difficult, at best. MPEP §2600 et seq. 

Any party dissatisfied with a final 
PTAB decision may, under certain 
circumstances, request rehearing or 
appeal to the U.S. Court of Appeals for 
the Federal Circuit. AIA §319(a). Any 
party to an inter partes review may be a 
party to the appeal. Id. An appeal to the 
Federal Circuit must be filed no later 
than 63 days after final decision. 

Proposed rules
On February 10, 2012, the USPTO 
published proposed rules designed to 
implement these new review proce-
dures. See http://www.uspto.gov/
news/pr/2012/12-11.jsp. The proposed 
rules were subject to a large number 
of public comments. See http://www.
uspto.gov/aia_implementation/com-
ments.jsp. Final rules will be promul-
gated in August and become effective 
on September 16, 2012.
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Under the proposed rules, when 
a petition for inter partes review is 
granted, the PTAB will enter a sched-
uling order. The schedule will take 
into account the complexity of the 
proceeding and will ensure that trial 
is completed within one year. 

The proposed rules describe 
requirements for petitions for inter 
partes review. Among other things, a 
petition must identify other judicial 
or administrative matters that would 
affect, or be affected by, an inter partes 
decision, including actions involving 
the same patent in federal court. It 
must detail the claims challenged; the 
statutory grounds for the challenge 
and the patents and printed publica-
tions relied upon for each ground; 
how the challenged claims are to be 
construed; how the construed claims 
are unpatentable, including a speci-
fication where each element of each 
claim is found in prior art (claim charts 
are permitted); and exhibit numbers of 
the evidence and a description of the 
relevance of the evidence to each pat-
ent challenge. It must contain a state-
ment of the precise relief requested for 
each claim challenged. 

A petition must be served on the 
owner and record assignees (patentees). 
AIA §312(a)(5). Patentees have a “right 
to file a preliminary response … that 
sets forth reasons why no inter partes 
review should be instituted, based upon 
the failure of the petition to meet any 
requirement of [the AIA].” AIA §312(b). 
Such a preliminary response must be 
filed within two months after service of 
the petition. Within three months after 
the preliminary response, the USPTO 
will determine whether the statutory 
threshold has been met, AIA §314(b), it 
will notify the parties of its determina-
tion, and it will notify the parties and 
the public of “the date on which the 
review shall commence.” AIA §314(c).

The proposed rules provide that a 
preliminary response may add evi-
dence, including evidence relating to 
“secondary considerations.” Patentees 
may also file a statutory disclaimer 
under 35 U.S.C. 253(a), disclaiming 
one or more claims in a challenged 
patent. No review will be instituted 
based on disclaimed claims.

The AIA permits a patentee a single 
motion, filed during post-grant or inter 
partes review, to amend challenged 
patent claims. AIA §§316(d), 326(d). 
The proposed rules provide that pat-
entees’ preliminary responses “shall 
not” include any such amended claims. 
Amendments, when timely, must find 
support in the original patent specifi-
cation. They will not be authorized if 
they do not either respond to a ground 
of unpatentability involved in the trial 
or seek to enlarge the scope of patent 
claims or introduce new subject matter. 
The rules afford a petitioner opportu-
nity to respond to patentees’ proposed 
amendments.

If review is granted, the proposed 
rules provide patentees with a further 
opportunity to oppose the petition. 
Such an opposition should identify all 
claims that are believed to be patent-
able and the basis for that belief; it 
should include affidavits and addition-
al evidence and explain the relevance 
of such evidence; and it may contain a 
claim chart identifying key claim fea-
tures compared with specific evidence. 

The proposed rules contemplate 
entry of a default scheduling order. 
Absent special circumstances, discov-
ery will proceed in a sequenced fash-
ion, with patentees going first, to allow 
parties meaningful discovery before 
they are required to submit motions 
and oppositions. Discovery before the 
PTAB is focused on what the parties 
reasonably need to respond to grounds 
raised by an opponent. 

The proposed rules provide for 
routine discovery, without request or 
intervention by the USPTO, which is 
“intended to place the parties on a 
level playing field and to streamline 
the proceeding.” Such routine discov-
ery includes: production of exhibits 
cited in papers and testimony, cross 
examination of declarants, and infor-
mation that is inconsistent with a posi-
tion advanced during the proceeding. In 
particular, noncumulative inconsistent 
information must be filed as soon as 
practicable in a petition, preliminary 
response, motion, opposition or reply. 

The proposed rules comment that 
“additional discovery increases trial 
costs and increases the expenditures of 
time by the parties and the [PTAB].” To 
obtain additional discovery, a request-
ing party will have an affirmative bur-
den to show that proposed discovery 
would be productive and in the interests 
of justice. The PTAB will consider the 
economic impact of additional discov-
ery on the opposing party and it may 
specify conditions. The rules comment 
that based on prior interference experi-
ence, “showings are often lacking and 
authorization for additional discovery is 
expected to be rare.” However, the parties 
may agree to any additional discovery 
between themselves at any time.

When appropriate, a party may 
obtain production of documents and 
things during cross examination of an 
opponent’s witness or during autho-
rized compelled testimony. A motion 
to compel additional discovery must 
describe the general relevance of the 
evidence and specifically identify the 
evidence sought. Rules are proposed 
for acquisition of evidence outside the 
United States. Motions to quash and 
for protective orders are contemplated 
by the rules.

The proposed rules contemplate 
that, in most cases, trials before the 
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PTAB will occur on a record built 
during discovery and not through 
live trial testimony. They provide 
that uncompelled direct testimony 
must be submitted by affidavit, and 
that all other testimony must be in 
a deposition transcript, although 
the PTAB may authorize or require 
live or video-recorded testimony. 
Objections to admissibility of depo-
sition testimony must be made con-
temporaneously. Evidence to cure 
the objection must be provided dur-
ing the deposition, unless the parties 
to the deposition stipulate otherwise 
on the record. 

Under the proposed rules, the 
PTAB will narrow the issues and 
identify the grounds on which trial 
will proceed. In general, the Federal 
Rules of Evidence will apply. The 
proposed rules provide timelines for 

evidentiary objections (motions in 
limine) prior to a PTAB trial. A motion 
identifying and explaining objections 
in the record must be filed to pre-
serve any objection. It must identify 
grounds with sufficient particularity 
to allow correction; the party relying 
on challenged evidence may serve 
supplemental evidence in an effort to 
cure an objection. 

Expert testimony that does not dis-
close the underlying facts or data on 
which the opinion is based will be 
accorded little or no weight. If a party 
relies on technical data, it must pro-
vide an affidavit explaining why the 
data is used; how the test was per-
formed and data was generated; how 
the data determines a value; how the 
test is regarded in the relevant art; and 
any other information necessary to 
evaluate the test and data.

The rules provide for oral argument. 
The time for requesting an oral argu-
ment will be set in the initial schedul-
ing order. A request for oral argument 
after trial must be separately pled, 
specifying the issues to be argued. 
Demonstrative exhibits must be served 
and filed before oral argument. At oral 
argument, the parties may rely solely 
upon evidence and arguments in the 
papers previously submitted. No new 
evidence or arguments may be pre-
sented at the oral hearing.

Costs
The proposed rules provide for an 
initial filing fee. The USPTO has pro-
posed that the initial average cost for 
filing a petition for inter partes review 
will be $35,800, depending on the 
number of claims subject to potential 
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review, and could exceed $100,000.
The USPTO has estimated costs 

of inter partes review. Based on the 
AIPLA’s annual surveys, the USPTO 
estimates (at $340 per hour for attor-
ney time, but including expert costs), 
that the cost of preparing a petition 
for inter partes review will be about 
$46,000 and that filing of a paten-
tee’s preliminary response will cost 
about $34,000. The USPTO has stated 
that the average cost in previous con-
tested cases before the trial section 
of the PTAB was about $322,000 per 
party, adding that it “considers the 
reported cost as a reasonable esti-
mate.” In contrast, the AIPLA survey 
estimates that the national average 
cost of patent litigation, all inclusive, 
in 2010, in cases involving from $1 
to $25 million, is $2.769 million, and 

in cases involving greater amounts, 
$6.018 million. http://www.aipla.
org/learningcenter/library/books/
econsurvey/2011/Documents/
Individual%20Tables/I-154.pdf.

Conclusion
Given the lower standard of proof, 
the availability of some discovery, and 
the potential for lower costs, inter par-
tes and post-grant proceedings may 
become a viable means in some future 
patent cases to challenge the validity 
of some patents. Potential collateral 
estoppel effects and limited appellate 
review may diminish the attractive-
ness of such proceedings in some 
cases, despite the higher civil litiga-
tion standard of proof. Beginning in 
September 2012, however, inter partes 

proceedings should be considered for 
challenges to patents that are antici-
pated or obvious when compared to 
prior art. The procedures may pro-
vide a rapid and less costly means 
to challenge patents that were issued 
absent consideration of some relevant 
prior art, or to induce a patentee to 
amend patent claims in a manner that 
will make civil infringement litigation 
unwarranted or less likely to prevail. 
The new procedures, hopefully, will 
also result in greater efficiency in the 
federal courts, in which significant 
patent infringement claims will con-
tinue to multiply.

Mr. Ohly is a partner in the firm of 
Schiff Hardin, LLP. The views, positions 
and opinions expressed herein are the 
author’s alone and do not necessarily 
reflect the views of Schiff Hardin, LLP, or 
the firm’s other partners or clients.
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The term “patent troll” is a pejora-
tive applied to an entity that does 
not manufacture products but 

owns or controls patents that it enforces 
against manufacturing entities to make 
money. reportedly, the term was coined 
by Peter detkin, then-Vice President, 
Assistant General Counsel at Intel, 

which had been sued by TechSearch. 
(See, “The Real Inventors of the Term 
“Patent Troll” revealed. Web. 10 May 
2012. <http://www.iam-magazine.com/
blog/detail.aspx?g=cff2afd3-c24e-42e5-
aa68-a4b4e7524177>.) The term’s asso-
ciation with detkin is significant for two 
reasons. First, according to detkin, using 

the definition of “any person or busi-
ness that doesn’t produce a product or 
service, but instead makes money from 
licensing and patent assertion primar-
ily” would include individual inventors, 
universities and product manufacturing 
companies. (“has the enemy of Patent 
Trolls Become one?” CIOInsight.com. 

Patent Trolls and the High Cost of  Litigation to Business and Start-ups  
         – A Myth? By Jaconda Wagner
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Patents

Patent Trolls and the High Cost of  Litigation to Business and Start-ups  
         – A Myth? By Jaconda Wagner

Web. 10 May 2012. <http://www.cioin-
sight.com/c/a/Trends/has-the-enemy-of-
Patent-Trolls-Become-one/>.) Second, 
detkin now runs what some would 

describe as one of the most troublesome 
patent trolls – Intellectual Ventures.
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The definition of a “patent troll” 
bears heavily on the debate of wheth-
er they are problematic and should be 
managed as detrimental to innova-
tion. Patent trolls – known in a more 
positive light as non-practicing enti-
ties (NPEs) or patent assertion entities 
– do not produce goods, but acquire 
patents in order to license or sell them 
to others. In its current form, this defi-
nition includes universities.

Under the Bayh-Dole Act, 35 U.S.C. 
§§ 200-212, universities are encour-
aged to license inventions discovered 
with the use of federal funds and are 
required to seek patent protection in 
some instances. Prior to Bayh-Dole, 
there were 25 active university tech-
nology transfer offices. Since the pas-
sage of Bayh-Dole, the number of 
university technology transfer offices 
has soared to 3,300. (See Mark A. 
Lemley, Are Universities Patent Trolls?, 
18 Fordham Intell. Prop. Media & Ent. 
L. J. 611, n. 8 (2008)). Concomitant with 
the increase in the number of offices is 
the growth of university patent port-
folios. Before Bayh-Dole, universities 
obtained about 250 patents per year. 
In 2003, universities obtained 3,933 
patents. (See Mark A. Lemley, Are 
Universities Patent Trolls?, 18 Fordham 
Intell. Prop. Media & Ent. L. J. 611, 
n. 7 (2008), citing Bernard Wysocki 
Jr., College Try: Columbia’s Pursuit of 
Patent Riches Angers Companies, Wall 
St. J., Dec. 21, 2004, A1.). Additionally, 
universities filed 139 patent infringe-
ment lawsuits between 2000 and 2008. 
“Thar’s Gold in Them Thar Patents.” 
University Business Magazine |. Oct. 
2009. Web. 14 May 2012. <http://
www.universitybusiness.com/arti-
cle/thars-gold-them-thar-patents>.

Although they file suits and are 
also in the envious position, in many 
instances, of not being able to be 
sued, many debaters have excluded 

universities from the definition of 
“patent troll.” (See, Robert A. Cohen, 
Patent Infringement and the Eleventh 
Amendment: Can the Sovereign Be Held 
Accountable?, 49 IDEA 86 (2008)). And, 
for private universities unwilling or 
unable to put their endowment at 
risk, litigators have devised a strategy 
where they create a new legal entity, 
such as a limited liability company, 
assign the patents they wish to enforce 
to that entity, and then file the pat-
ent infringement suit. “Thar’s Gold 
in Them Thar Patents.” University 
Business Magazine |. Oct. 2009. Web. 
14 May 2012. <http://www.univer-
sitybusiness.com/article/thars-gold-
them-thar-patents>. 

Some argue that universities get a 
pass because they are on the cutting 
edge of technological innovation and 
serve as hotbeds of invention and 
spin-off companies. Joseph Allen and 
Birch Bayh, the Senator from Indiana 
from 1962 to 1980 and co-author of 
the Bayh-Dole Act, argues that more 
than 6,000 new technology companies 
have been spun off from university 
campuses, creating more than 279,000 
jobs since the passage of the Bayh-
Dole Act. “School Power: The Case 
for Keeping Innovation in the Hands 
of Universities.” The Atlantic. Web. 
14 May 2012. <http://www.theatlan-
tic.com/business/archive/2012/04/
school-power-the-case-for-keeping-
innovation-in-the-hands-of-universi-
ties/255751/>. Some give universities 
a pass because they argue enforce-
ment of the patent right is a fulfill-
ment of the mission to generate value 
from the patent portfolio.

On the flip side, there are those who 
argue that universities qualify as trolls 
because their failure to create a prod-
uct or provide a service pursuant to 
the patent rights creates an imbalance 
in the patent enforcement system. The 

imbalance results because the uni-
versity cannot be sued for monetary 
damages or threatened with an injunc-
tion that would prohibit the contin-
ued manufacture or sale of an offend-
ing product. The theory of mutually 
assured destruction is a strong indict-
ment against those companies that lie 
solely at the enforcement end of the 
patent spectrum.

It was such a strong theory that 
the U.S. Supreme Court in Ebay Inc. 
et al. v. MercExchange LLC, 547 U.S. 
388, 390 (2006), clarified the standards 
for a plaintiff to obtain a permanent 
injunction under the Patent Act and 
in doing so stated that injunctions 
should not be granted automatically 
in patent cases. On remand, the lower 
court denied the permanent injunc-
tion finding that MercExchange’s 
actions, which were primarily to col-
lect licensing fees, were inconsistent 
with defending its right to exclude 
others. (See MercExchange, LLC v. eBay, 
Inc., 500 F. Supp. 2d 556, 559 (E.D.Va. 
2007)). Prior to MercExchange v. eBay, 
permanent injunctions were rou-
tinely granted to patent holders who 
prevailed in litigation. Some have 
observed that the value of patents 
have diminished since MercExchange 
v. eBay as the value of the patent right 
has been diluted. (See, Douglass Ellis 
et al., The Economic Implications (and 
Uncertainties) of Obtaining Permanent 
Injunctive Relief After eBay v. Merc 
Exchange, 17 Fed. Cir. B. J. 437, 440 
(2008)). However, this more con-
strained approach to granting injunc-
tions has not curbed the growth of 
trolls or constrained the filing of law-
suits. Similarly, the change in Section 
299 of the Patent Law has not lowered 
the number of filings.

The America Invents Act, signed 
into law on September 16, 2011, was 
the most sweeping overhaul of the 
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patent laws in 175 years, according 
to David Kappos, Under Secretary 
of Commerce for IP and Director of 
the USPTO. “Building the Innovation 
Revolution.” United States Patent 
and Trademark Office. United States 
Patent and Trademark Office. Web. 
30 Jan. 2012. <http://www.uspto.
gov/news/speeches/2011/kappos_
PCAST.jsp>. Among other things, the 
revisions in the patent laws sought 
to address the concerns about “pat-
ent trolls” by making it more difficult 
for non-practicing entities to file suit. 
Section 299 (a) now requires that any 
relief sought against parties jointly, 
severally, or in the alternatives must 
arise out of the same transaction or 
series of transactions and the ques-
tions of fact must be common to all 
defendants. More significantly, sub-
section (b) prohibits joinder simply on 
the basis that all defendants infringe 
one or more patents. This change is 
significant because detractors of non-
practice entities allege that they are 
successful in their mission to extract 
undeserved licensing fees and royal-
ties because they are able to obtain 
economies of scale by suing multiple 
defendants at the same time.

Patent Freedom, an online commu-
nity for companies to share intelligence 
about the non-practicing entities, says, 
“[i]n 2011, another record setting year, 
there were more than 4,500 occasions 
when a company found itself in litiga-
tion with an NPE[.]” “PatentFreedom 
- NPE Litigations Over Time | 
PatentFreedom.” PatentFreedom - NPE 
Litigations Over Time | PatentFreedom. 
Web. 13 May 2012. <https://www.
patentfreedom.com/about-npes/liti-
gations/>. This is an average increase 
of 33 percent per year since 2004 where 
there were 587 suits initiated by NPEs. 
Id. 

Since 1985, Patent Freedom has 

identified 560 distinct NPEs with 
nearly 1,500 subsidiaries and affili-
ates having 22,000 active patents and 
35,000 total patent publications. It 
found that these NPEs have litigated 
against 8,000 different operating com-
panies in about 5,700 actions for more 
than 22,000 events. “PatentFreedom 
- NPE Litigations Over Time | 
PatentFreedom.” PatentFreedom - NPE 
Litigations Over Time | PatentFreedom. 
Web. 13 May 2012. <https://www.
patentfreedom.com/about-npes/liti-
gations/>. While Patent Freedom, a 
membership organization that is lim-
ited to “operating companies” with 
over $100 million of revenue that is 
not from licensing, enforcing or selling 
patents or other intellectual property, 
found indications that NPEs increas-
ingly seek to enforce their patents 
against companies of all sizes and in 
many industries, it also found that 
in the five years, from 2007 to 2011, 
there is a clearer trend toward enforce-
ment actions against larger compa-
nies including: Hewlett Packard 
(131), Apple (131), Samsung (105), 
AT&T (102), Sony (100), Dell (97), 
Motorola (96), Microsoft (94), LG (85), 
Verizon (85), HTC (83), Amazon (78), 
Google (77), Nokia (76), Panasonic 
(74), Research in Motion (71), Cisco 
(68), Toshiba (66), Sprint Nextel (59), 
Best Buy (52), Sony Ericsson (49), 
Yahoo (48), Wal-Mart (47), IBM (46), 
Asus Computer International (45), 
Kyocera (44), Fujitsu (42) and Sharp 
(38) (numbers in parenthesis indicate 
number of suits involving the entity). 
“PatentFreedom - Companies Most 
Pursued by NPEs | PatentFreedom.” 
PatentFreedom - Companies Most 
Pursued by NPEs | PatentFreedom. 
Web. 13 May 2012. <https://www.
patentfreedom.com/about-npes/pur-
sued/>. With patent infringement 
litigation costing about $2 million to 

pursue, who is pursuing these large 
product manufacturers?

In many people’s mind, it is the 
“trolliest of trolls.” (A term I borrowed 
from a colleague on LinkedIn in a 
discussion about patent trolls.) Those 
such as Acacia Research Corporation, 
a publicly traded company that was 
incorporated in 1993, NTP, Inc., which 
sued Research in Motion in 2001, 
or Intellectual Ventures (IV), which 
was founded in 2001, by Nathan 
Myhrvold, retired chief strategist and 
chief technology officer of Microsoft 
Corporation, Edward Jung, former 
chief architect and advisor to execu-
tive staff at Microsoft, Peter Jetkin, 
Gregory Gorder of Perkins Coie, a 
Seattle-based law firm, and Mr. Dekin, 
who allegedly coined the term “pat-
ent troll.” IV, which describes itself 
as “the global leader in the business 
of invention and owner of one of the 
world’s largest and fastest-growing 
patent portfolios” also says it “col-
laborates with leading inventors, part-
ners with pioneering companies, and 
invests both expertise and capital in 
the process of invention. “Intellectual 
Ventures Home.” Intellectual Ventures 
Home. Web. 10 May 2012. <http://
www.intel lectualventures.com/
Home.aspx>. IV’s “mission is to 
energize and streamline an invention 
economy that will drive innovation 
around the world.” Id.

Since its founding, IV has grown 
to around 800 team members with 
headquarters in Bellevue, Washington 
and offices around the world. “About 
Us.” About Us. Web. 10 May 2012. 
<http://www.intellectualventures.
com/AboutUs.aspx>. More signifi-
cantly, “[IV has] raised more than $5 
billion to invest in [its] vision of an 
invention marketplace with [i]nves-
tors [that] include a mix of Fortune 500 
companies, university endowments, 



September 2012         Maryland Bar Journal        17  

410-363-1976  |  www.needles.com    

The 
sky 
is the 
limit.
“My plane is a complex machine. 
Safely navigating the airspace requires 
quick access to information about 
engine systems, traffic, weather 
and more. I cannot imagine flying 
a plane without instruments, it 
would be chaotic!

Similarly in running my law practice, 
I need quick access to information 
about the performance of my 
business. Needles gives me 
the gauges and controls that 
allow me to communicate to my 
team and ensure my business 
is operating smoothly. Without 
Needles, you’re flying blind!”

Danny Daniel
Partner and Attorney

Daniel Stark Injury Lawyers
Bryan  / College Station  

Waco  / Austin, TX



18        Maryland Bar Journal           September 2012

institutional investors, and individu-
als.” Id. IV holds a diverse portfolio 
of more than 35,000 IP assets. “Sell 
Intellectual Property.” Sell Intellectual 
Property. Web. 10 May 2012. <http://
www.intel lectualventures.com/
ProductsServices/SellIP.aspx>. Even 
as of the writing of this article, May 
14, 2012, IV announced that it had 
jointly acquired (with Nvidia) about 
500 wireless communication patents. 
Clearly, IV has a mission to innovate 
and more importantly, has invested 
time and money to accomplish its mis-
sion. Of significant note are the found-
ers of IV. These individuals came from 
or were previously associated with the 
large companies that are complaining 
about the NPEs.

As for their qualitative value, dif-
ferent studies have drawn different 
conclusion about the effectiveness or 
value of “patent trolls.” Sannnu K. 
Shrestha, in Trolls or Market-Makers? 
An Empirical Analysis of Nonpracticing 
Entities, 110 Colum. L. Rev. 114, con-
cludes: 1) NPEs own patents that are 
of significantly higher value or impor-
tance than other litigated patents; 2) 
NPE patents also rank higher than 
other litigated patents; and 3) the suc-
cess rate of NPEs in litigation is quite 
similar to that that of other litigants. 
James F. McDonough, III, concludes 

that patent trolls benefit society by 
acting as an intermediary in the patent 
market. They provide liquidity, mar-
ket clearing and increased efficiency 
to the patent markets, much as securi-
ty dealers supply capital markets. The 
Myth of the Patent Troll: An Alternative 
View of the Function of Patent Dealers 
in an Idea Economy, 56 Emory L. J. 189 
(2006). In Of Trolls, Davids, Goliaths, 
and Kings: Narratives and Evidence in 
the Litigation of High Tech Patents, 1571 
N. C. L. Rev. 87 (2009), Colleen V. 
Chien, draws a more neutral conclu-
sion, stating that the reality is more 
complicated than the rhetoric sug-
gests as she evaluates the suits based 
upon the size of the players and the 
number of suits brought among and 
between the different sized players. 
Similarly, Michael Risch, Patent Troll 
Myth, 42 Seton Hall L. Rev. 457 (2012), 
concludes that the patents enforced by 
NPEs and the companies that obtain 
them look a lot like other litigated 
patents and their owners. Conversely, 
James Bessen et al., The Private and 
Social Costs of Patent Trolls, Boston 
University School of Law Working 
Paper No. 11-45 (Nov. 9, 2011), con-
cludes that NPE lawsuits are associ-
ated with half a trillion dollars of lost 
wealth to defendants for the twenty 
years from 1990 to 2010 and that very 

little of the lost wealth is transferred 
to inventors. A part of the difference in 
the conclusions is a result of the study 
methodology – namely, the definition 
of a troll, the patents evaluated, and 
the time frame, yet the debate rages.

Detractors discuss the behavior of 
NPEs as a moral or value proposition; 
however, the arguments do not with-
stand legal scrutiny. First, detractors 
argue that NPEs are enforcing inval-
id or overly broad claims. Under 
35 U.S.C. 282, patents are presumed 
valid unless and until proven other-
wise. A party questioning the validity 
of a patent or breadth of a claim must 
challenge the patent’s validity in liti-
gation or before the Patent Office in 
a reexamination. Second, detractors 
argue that the suits are frivolous. 
Rule 11 of the Federal Rules of Civil 
Procedure requires an attorney to 
perform due diligence concerning the 
factual basis for any claim or defense 
filed with the court and may sanction 
the responsible party for a violation 
of the rule. Until last year in Eon-
Net LP v. Flagstar Bancorp., sanctions 
against NPEs were rare; however, the 
current political climate is shifting 
to dissuade NPEs from filing suits 
with the threat of sanctions. Third, 
detractors argue that the cases take 
too long are expensive. Cases can be 



September 2012         Maryland Bar Journal        19  

dismissed before making it to a jury 
at the claim construction step of the 
two step process infringement analy-
sis. Claim construction is a matter 
of law for the court. (See, Markman 
v. Westview Instruments, Inc., 52 F.3d 
967, 976, 34 USPQ2d 1321, 1326 (Fed.
Cir.1995) (en banc), aff’d, 517 U.S. 
370, 116 S.Ct. 1384, 134 L.Ed.2d 577 
(1996) and Cybor Corp. v. FAS Tech., 
Inc., 138 F.3d 1448, 1454, 46 USPQ2d 
1169, 1172 (Fed.Cir.1998) (en banc)). 
Those cases that make it to a jury 
have shown there are material fac-
tual issues in dispute. Finally, and 
perhaps most significantly, detrac-
tors argue that a product clearance 
or freedom to operate analysis is too 
expensive and time consuming. By 
failing to perform this step in the 
product development, manufactur-
ing entities have opened the gate 
for the trolls. Manufacturing entities 
have done a risk assessment wherein 
they have determined it is worth the 
risks and costs of a potential lawsuit 
to launch a product where they might 
have to pay licensing fees or defend 
an infringement suit than to spend 
the time and money to clear the prod-
uct before launch. The players in the 
field, including the founders of IV, 
having worked in the industries and 
provided advice to the businesses, 
understand this concept and have 
built a business model around it.

Proponents of NPEs, NPEs them-
selves and their clients, including 
independent inventors, argue that the 
ability to pursue patent litigation to 
enforce rights that would otherwise 
go unrecognized and not monetized is 
a benefit provided by NPEs. A review 
of the names shows, these litigations 
are not taking place among unequally 
matched parties. If anything, the “pat-
ent trolls” have leveled the playing 
field just as their clients suggest. NPEs 

are exercising the right granted to them 
by the patent system. Section 271 of the 
Patent Law provides, “whoever with-
out authority makes, uses, offers to sell, 
or sells any patented invention, within 
the United States, or imports into the 
United States any patented invention 
during the term of the patent therefor, 
infringes the patent.”

This notion is shared by David 
Bradin, sole inventor of U.S. Patent 
No. 7,928,273 entitled “Process for 
Producing a Renewable Fuel in the 
Gasoline or Jet Fuel Range” and 
Founder and Chief Technology Officer 
at Maverick Biofuels, who says:

I am someone you would con-
sider to be a patent troll. If I were to 
commercialize my patented tech-
nology (in the biofuel space), it 
would take around $25-50 million 
in investment for a 10-20 million 
gallon facility (the technology is 
in the biofuel space). It would cost 
around $5 million just to prove 
the technology at the pilot scale. 
My technology is of interest to a 
company which has proven it at 
the lab scale. Why shouldn’t I sell 
my patent to someone who can 
actually commercialize the technol-
ogy? I fail to see the problem with 
seeking to license or sell my patent 
to someone who has the infrastruc-
ture in place to commercialize it. 

Almost every small pharma-
ceutical company advances the 
technology to a certain stage of 
development (animal studies, and, 
occasionally, Phase I clinical stud-
ies), but very few have ever got-
ten to market. FDA registration is 
simply too expensive for all but 
big pharma companies. Would you 
consider small pharma companies, 
which will never actually practice 
the invention commercially, to be 

patent trolls because they wish to 
sell/license their patents to others 
(with the deep pockets to pay for 
clinical trials)? 

The very premise of calling 
someone a “patent troll” is discon-
certing to me. Patents do not give 
you the right to do anything. They 
give you the right to exclude others 
from making, using, selling, offer-
ing for sale, or importing into the 
U.S. Why would you limit those 
rights to practicing entities? Why 
can’t someone who is not practic-
ing enforce their rights to exclude 
others? 

The basis behind patent law is 
that it is a quid pro quo. One pro-
vides the U.S. public with informa-
tion regarding how to make and use 
the claimed invention, in exchange 
for a time-limited monopoly. If 
folks don’t want to pay a license 
fee, they can simply wait until the 
patent expires, at which point they 
can use the patented technology 
for free (unless there are other pat-
ents that would be infringed).

Mr. Bradin, who is also a patent 
attorney, makes excellent points. He 
drives home the point that” like any 
other commodity, creation only 
happens when there’s the promise 
of profit.” David Boundy, Patent 
Attorney at Cantor Fitzgerald. 
More significantly, “The very essence 
of the right conferred by the patent 
[. . .] is the privilege of any owner of 
property to use or not use it without 
question of motive.” Continental Paper 
Bag v. Easter Paper Bag Co., 210 U.S. 405 
(S. Ct. 1908). 

Ms. Wagner is a Patent Attorney and IP 
Counselor with almost 20 years of expe-
rience across the intellectual property 
spectrum, including prosecution, opin-
ions, licensing, and litigation. She may be 
reached at jw@wagnerjlaw.com.
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By Mitchell J. rotbert

Lord knows I have tried to per-

suade my teenage son and his 

friends to adopt “Total Concept and 

Feel” as the name of one of their 

rock bands. But, as he’s instructed 

me, the Summer of Love is only 

in my head. So, whenever litigat-

ing a copyright action, I need to 

remind myself that “Total Concept 

and Feel” is not just an old man’s 

nod to the Glory Days, but one of 

the tags the federal courts have 

used to identify a highly disruptive 

copyright doctrine. Total Concept 

and Feel expands copyright law to 

its farthest outpost, at the theoreti-

cal boundary between protected 

expression and non-protected idea 

– and, as a practical matter, beyond. 

a docTrine 

running 
amok?

ToTal concepT and feel:
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To appreciate Total Concept and 
Feel, a review of the rudiments of 
copyright law is in order. First, it is 
an oft-stated axiom that “copyright 
protection extends only to a particular 
expression of an idea, and not to the 
idea itself.” Folio Impressions, Inc. v. 
Byer California, 937 F.2d 759, 765 (2d 
Cir. 1991). Second, to be protected, 
the expression must be original to 
the author: not necessarily novel or 
unique, just some new expression, 
“’one not copied from pre-existing 
works’” or from the public domain. 
Boisson v. American Country Quilts and 
Linens, Inc., 273 F.3d 262, 268 (2d Cir. 
2001). The Courts have repeatedly 
emphasized that the “requisite level of 
originality” to satisfy this test is mini-
mal. In Feist Publications, Inc. v. Rural 
Telephone Serv. Co., 499 U.S. 340 (1991), 
the Supreme Court determined, albeit 
in dictum, that most fact compilations, 
e.g. a telephone book, will satisfy the 
“originality” element of copyright 
protection if the compilation “features 
an original selection or arrangement.” 
Feist, 499 U.S. at 348. Feist denied copy-
right protection over a telephone book 
because there was a complete absence 
therein of any originality whatsoever: 
black telephone numbers on a white 
page, arranged alphabetically. If there 
had been a design along the edge of 
each page, that would have arguably 
satisfied the originality element of the 
copyright law; and then the protection 
of the Copyright Act would attach 
to the design against the setting of 
the numbers, but nothing more than 
that. Third, in an infringement action, 
once the court determines that a work 
contains copyrightable expression and 
that there is evidence that the work 
was copied by the alleged infringer, 
the court turns to the central question 
in copyright law: whether the copy-
rightable elements of the infringing 

work are “substantially similar” to the 
copyrightable elements in the alleged 
infringed work.

Feist restates the beating heart of 
modern copyright law, especially in 
the Age of IT, data management, and 
data presentation. That is so for three 
reasons. First, everything that we can 
know, every experience, depends on 
a reference to some other knowledge 
or experience. Freud said it most suc-
cinctly: “’The essential relativity of all 
knowledge, thought, or consciousness 
cannot but show itself in language. 
If everything that we can know is 
viewed as a transition from something 
else, every experience must have two 
sides; and either every name must 
have a double meaning, or else for 
every meaning there must be two 
names.’” S. Freud, The Antithetical 
Sense of Primal Words (1910), reprint-
ed in Character and Culture (1963) 
(quoting the “Philosopher Bain,” who 
that is). A simple example: to know 
“night,” we need to know “day.” The 
two terms do not mean much without 
the other. The same is true for assess-
ing substantial similarity of differ-
ent works under copyright law. To 
appreciate “East of Eden” we do well 
to know Genesis. Every infringement 
ruling is, essentially, a comparison of 
two or more expressions of the same 
or a similar idea.

Second, if the “essential relativity” 
of experience is so (and it is), then 
even an “original” expression has a 
precursor. There is nothing new under 
the sun. Show me a Shakespeare com-
edy, and I’ll show you a short story 
from medieval Florence. Shakespeare 
could not claim copyright protection 
for the sequence of events or plot in 
Romeo and Juliet; but he could claim 
complete protection for the expres-
sion, “Wherefore art thou, Romeo!” 
and all other verses besides. In every 

work, there will be elements of pro-
tectible original expression and non-
protectible unoriginal expression and 
idea. Compilers bear this observation 
the hardest. They are primarily in the 
business of compiling and presenting 
non-copyrightable ideas or expressions 
that are not original. Yet, under Feist, 
even a compilation can have copyright 
protection if some of its elements, i.e., 
presentation, are duly original.

Third, copyrightability is a ques-
tion of law. So, in an infringement 
action, if the District Court can be 
persuaded that there is sufficient 
“original expression” in the pre-
sentation of protectable expression 
in a work that has allegedly been 
infringed, the infringed work will 
survive a motion for summary judg-
ment if there is substantial similarity 
between the copyrightable aspects of 
the infringed work and the infring-
ing work. And for most plaintiffs, 
clearing the summary judgment hur-
dle leads the way to settlement. (If 
the infringed party is aggrieved by 
the summary judgment ruling of the 
District Court, that party may ask 
a panel of three appellate judges to 
perform the same analysis de novo.)

Against this backdrop, the federal 
judiciary has struggled to define tests 
to guide it in ruling on questions of 
“substantial similarity” between the 
copyrightable elements of competing 
works. The basic test is called the 
“ordinary observer” test. “Generally, 
an allegedly infringing work is con-
sidered substantially similar to a copy-
righted work if ‘the ordinary observer, 
unless he set out to detect the dis-
parities, would be disposed to over-
look them, and regard their aesthetic 
appeal as the same.’” Boisson, 273 F.3d 
at 272 (citing Folio Impressions). 

But in the real world where, as we 
have seen, everything is relative and 
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there is nothing new under sun, the 
“ordinary observer” test is deemed 
inadequate. A “‘more refined analysis’ 
is required where a plaintiff’s work 
is not ‘wholly original,’ but rather 
incorporates elements from the public 
domain.” Boisson, 273 F.2d at 272 (cita-
tion omitted). This test is the “more 
discerning” ordinary observer test. As 
stated by the Second Circuit:

In applying this test, a court is 
not to dissect the works at issue 
into separate components and 
compare only the copyrightable 
elements. To do so would be to 
take the “more discerning” test to 
an extreme, which would result in 
almost nothing being copyright-
able because original works broken 
down into their composite parts 
would usually be little more than 
basic unprotectible elements like 
letters, color, and symbols. This 
outcome – affording no copyright 
protection to an original compila-
tion of unprotectible elements – 
would be contrary to the Supreme 
Court’s holding in Feist Publications.

Id. That test is “guided by comparing 
the ‘total concept and feel’ of the con-
tested works.” Id.

Total Concept and Feel can be traced 
back to two cases decided in the 1970s, 
one decided in the Ninth Circuit and 
one in the Second Circuit, the two 
hotbed circuits for copyright litiga-
tion. In Roth Greeting Cards v. United 
Card Co., 429 F.2d 1106 (9th Cir. 1970), 
the Ninth Circuit reversed a decision 
of the district court below, which had 
found that a set of greeting cards were 
not copyrightable because the text of 
the cards consisted of “common and 
ordinary English words and phrases 
which are not original with Roth and 
were in the public domain prior to the 
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first use by plaintiff.” Roth, 429 at 1109. 
The Ninth Circuit held:

It appears to us that in total con-
cept and feel the cards of United 
are the same as the copyrighted 
cards of Roth. [T]he characters 
depicted in the art work, the mood 
they portrayed, the combination 
of art work conveying a particular 
mood with a particular message, 
and the arrangement of the words 
on the greeting card are substan-
tially similar as in Roth’s cards. In 
several instances the lettering is 
also very similar.

Id. at 1110. In Reyher v. Children’s 
Television Workshop, 533 F.2d 87 (2d Cir. 
1976), the Second Circuit affirmed the 
district court’s holding that a Sesame 
Street® illustrated story entitled, “The 
Most Beautiful Woman in the World” 
did not infringe plaintiffs’ illustrated 
children’s book entitled, “My Mother 
is the Most Beautiful Woman in the 
World.” After a detailed comparison 
of the two works of fiction, the Second 
Circuit determined that the “two 
works differ in ‘total feel.’” Reyher, 
533 F.2d at 92. “The two stories are not 
similar in mood, details, or charac-
terization. Since both presented only 
the same idea, no infringement as to 
protected expression occurred.” Id. at 
92-93. Both Roth and Reyher have a 
glib appeal. Both Circuits determined 
that “mood and message” (Roth) 
and “mood, details, or characteriza-
tion” (Reyher) represent copyrightable 
expression and not non-copyrightable 
idea or non-copyrightable jargon in 
the public domain. And we go along 
with those conclusions because, after 
all, both Roth and Reyher are dealing 
with works of fiction, where we figure 
questions of “mood” predominate in 
any “substantial similarity” analysis.

Ever since, Total Concept and Feel 
has been put to work as the reigning 
test for comparing competing works 
of fiction, primarily in the area of 
visual arts. For example, in Brown v. 
Perdue, the author of two works of fic-
tion argued that they were infringed 
by Dan Brown’s novel, The Da Vinci 
Code. In comparing the total concept 
and feel of the competing works, the 
Court held that the plaintiffs’ work “is 
more action-packed, with several gun-
fights and violent deaths” . . . a “peril-
ous journey” and “sex scenes”; where-
as, The Da Vinci Code “is an intellec-
tual, complex treasure hunt, focusing 
more on the codes, number sequences, 
cyptexes and hidden messages left 
behind as clues than on any physi-
cal adventure.” Brown v. Perdue, 2005 
U.S. Dist LEXIS 15995, * 32 (S.D.N.Y 

Aug. 4, 2005). Plaintiffs lost, primar-
ily because the Court determined 
that their best argument on similar-
ity involved non-protected historical 
facts and themes or the “unprotectible 
idea of a mystery thriller set against a 
religious backdrop.” Id. at *23. See also 
Canal+ Image UK Ltd. v. Lutkvak, 773 
F. Supp.2d 419 (S.D.N.Y. 2011) (push-
ing back on Total Concept and Feel in 
comparison of a film and a musical). 

But there is no list of elements 
for Total Concept and Feel. In each 
case, the elements of the doctrine 
are contextual, determined by the 
understanding of the federal judge(s) 
tapped to decide how to weigh com-
peting copyrightable matter while 
giving little or no weight to the non-
copyrightable idea or public domain 
jargon therein. And that division is 
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highly subjective. District Court Judge 
Jack Weinstein openly struggled with 
the test. He wrote:

The Boisson opinion did not 
elaborate on how the “total con-
cept and feel” accounts for unpro-
tectible elements. . . . The Boisson 
court’s lengthy discussion of how 
to define the “more discerning” 
test suggest that there must be 
some accounting for unprotectible 
elements; otherwise, the Boisson 
court would have saved time and 
avoided confusion by explicitly 
collapsing the “ordinary” and 
“more discerning” tests. . . .

Boisson seems best read as mean-
ing that the discerning observer 
should distinguish between pro-
tectible and unprotectible elements, 
put the unprotectible elements out 
of mind, and determine whether 
the remainders of each work, taken 
together, are similar in total con-
cept and feel.

Well-Made Toy Mfg. Corp. v. Goffa 
Int’l Corp., 210 F. Supp.2d 147, 162 
(E.D.N.Y. 2002), aff’d 354 F.3d 112 (2d. 
Cir. 2003), abrogated on other grounds 
in Reed Elsevier, Inc. v. Muchnick, 130 
S.Ct. 1237 (2010). In Well-Made, Judge 
Weinstein was called upon to weigh 
the total concept and feel of compet-
ing rag dolls, one larger than the other. 
Judge Weinstein concluded that much 
of what he was comparing – “shaped 
heads, torsos, embroidered faces, hats, 
bows, yarn hair,” etc. – constituted the 
unprotectable idea of “ragdoll.” Id. at 
167. He found that the dolls had differ-
ent “aesthetic appeal.” Id. at 168. Size of 
the dolls drove that difference, as well 
as different “body proportions,” “facial 
features,” “fabric,” and “color choices.” 
But Judge Weinstein concluded: “What 
similarities exist arise essentially from 

both dolls being expressions of the idea 
of a female rag doll.” Id. 

Pause a moment and ask: What is 
the difference between finding that the 
“idea” of a female rag doll precludes 
original expression of a specific rag 
doll’s features (Well-Made) and find-
ing that the “idea” of a greeting card 
does not preclude copyright on orig-
inal “lettering” therein (Roth)? Judge 
Weinstein used Total Concept and Feel 
and found non-protected idea. Is that 
because everyone knows a rag doll 
when they see one? Well-Made under-
scores the essential subjectivity of Total 
Concept and Feel. The Second Circuit 
attempted to control the doctrine, but 
with little success. Tufkenian Import/
Export Ventures, Inc. v. Einstein Moomjy, 
Inc., 338 F.3d 127, 134 (2d. Cir. 2003) (rec-
ognizing that Total Concept and Feel 
“may ’invite an abdication of analysis’ 
because ‘feel’ can seem a ‘wholly amor-
phous referent,’” and restating that the 
doctrine “functions as a reminder that, 
while infringement analysis must begin 
by dissecting the copyrighted work into 
its component parts in order to clarify 
precisely what is not original, infringe-
ment analysis is not simply a matter of 
ascertaining similarity between com-
ponents viewed in isolation”) (citations 
omitted) (emphases in original).

And therein lies the danger (or 
opportunity). Total Concept and Feel 
is not, by its terms, limited to compar-
ing artistic works. Whenever the more 
discerning test is required, i.e., nearly 
always because of the essential rela-
tivity of knowledge and expression, 
Total Concept and Feel is in (or can 
be put into) use. In Medical Education 
Dev. Svcs., Inc. v. Reed Elsevier Group, 
Inc., a case in which I represented the 
plaintiff claiming infringement, Judge 
Lynch (now on the Second Circuit) 
used Total Concept and Feel in part to 
resolve a summary judgment motion 

in a case involving competing instruc-
tional books published to assist nurs-
ing students to prepare for and pass 
a standardized examination. Medical 
Education Dev. Svcs., Inc. v. Reed Elsevier 
Group, Inc., 2008 U.S. Dist. LEXIS 76899 
(S.D.N.Y. Sept. 30, 2008). In that case, 
Defendants moved for summary judg-
ment, arguing principally that the 
expressions in plaintiffs’ books were 
of ideas that could only expressed in 
one way, i.e., that the copyright law 
doctrine of merger precluded recov-
ery. The Court denied the motion, rul-
ing that the court must compare the 
competing works’ total concept and 
feel: “[K]eeping in mind the distinction 
between a work’s nonprotectible ele-
ments and its selection, coordination, 
arrangement, and expression of those 
elements – which is protectible – a 
court must look to the protected work’s 
and the allegedly infringing work’s 
‘total concept and feel.’” Id. at *29.

The Courts and treatises tell us to 
follow the axiom that copyright law 
protects the original expression, not 
the idea therein. But because Feist 
protects as expression original orga-
nization or presentation of non-copy-
rightable idea or jargon, there has to 
be a means for federal judges, almost 
always in the context of summary 
judgment, to sift the copyrightable 
from the non-copyrightable and then 
weigh only the copyrightable. Total 
Concept and Feel provides the rule of 
decision there. But it is a rule without 
any discipline. Total Concept and Feel, 
essentially a subjective test, serves at 
best as a porous barrier at the bor-
der between protected expression and 
non-protected idea and jargon. 

Mr. Rotbert is an experienced com-
mercial and business trial lawyer who 
practices in Maryland, Washington, D.C., 
and New York.  He may be reached at 
mrotbert@gmail.com.



26        Maryland Bar Journal           September 2012

What Does “Public Domain” Mean After The U. S. Supreme Court’s Decision In Golan v. Holder?

By Beverly E. Hjorth and lin J. Hymel

I
f a creative work is in the “public 
domain” it can be used by anyone 
without permission from the copyright 
owner. Determining whether a work is 

in the public domain has become more 
complex, however, as Congress has moved 
the U.S. copyright system into closer align-
ment with the international copyright system. 
On March 1, 1989, the Berne Convention 
for the Protection of Literary and Artistic 
Works entered into force in the United States 
when the Berne Convention Implementation 
Act of 1988 (Pub. L. No. 100-568, 102 Stat. 
2853 (Oct. 31, 1988) (amending 17 U.S.C. §§ 
101-810 (1988)) took effect. In order to fully 
comply with obligations under Berne, in 
1994 Congress passed the Uruguay Round 
Agreements Act (Pub. L. No. 103-465, 108 
Stat. 4809 (Dec. 8, 1994)) (URAA). URAA § 514, 
codified at 17 U.S.C. § 104A, shifted certain 
categories of works from the public domain 
to copyright protection. As a result, a group 
of orchestra conductors and others denied 
free use of certain foreign works brought suit 
alleging the unconstitutionality of the URAA. 
In January 2012 the U.S. Supreme Court 
upheld § 514 in Golan v. Holder, 565 U.S. __, 
132 S.Ct. 873, 181 L.Ed.2d 835 (2012) (No. 
10-545). The URAA, together with the Golan 
decision, marks the first time such a large 
number of works has been recovered from 
the public domain and prompts reconsidera-
tion of the meaning of the public domain in 
U.S. copyright law.

26        Maryland Bar Journal           September 2012



September 2012         Maryland Bar Journal        27  

What Does “Public Domain” Mean After The U. S. Supreme Court’s Decision In Golan v. Holder?

September 2012         Maryland Bar Journal        27  



28        Maryland Bar Journal           September 2012

Copyright term has lengthened 
over the years. The first US Copyright 
Act, in 1790, set a term of 14 years 
from the date of publication, renew-
able in the 14th year for a second 
14-year term. Congress has extended 
the term several times, including in 
1976, when Congress passed legisla-
tion to provide a copyright term of 
75 years from the date of publication 
for pre-1978 works. For works pub-
lished after the effective date, the term 
became the life of the author plus 50 
years. For works made for hire, the 
term became 75 years from publica-
tion or 100 years from creation, which-
ever expires first. Finally, in 1998, 
Congress passed the Sonny Bono 
Copyright Term Extension Act (Pub. 
L. 105–298, §§ 102(b) and (d), 112 Stat. 
2827–2828 (Oct. 27, 1998) (amending 
17 U.S.C. §§ 302, 304(1998)) (CTEA), 
which added 20 years to the renewal 
terms of pre-1978 copyrights, mak-
ing them effective for 95 years from 
first publication. The CTEA was chal-
lenged and upheld by the Supreme 
Court in Eldred v. Ashcroft, 537 U.S. 186 
(2003). Accordingly, all works pub-
lished prior to January 1, 1923, are in 
the public domain. For later published 
works, it is advisable to consult a 
copyright attorney to determine the 
copyright expiration date, especially 
in light of the URAA and Golan.

Prior to enactment of the URAA 
in 1994, U.S. copyright protection 
was denied to works originating in 
certain foreign countries (those not 
granting U.S. reciprocal rights) and 
foreign works whose authors failed 
to comply with certain formalities, 
such as simultaneous publication in 
the U.S., use of the copyright sym-
bol “©” (no longer required after the 
Berne Implementation Act of 1989), 
or proper filing of a term extension. 
Such works were in the public domain 

in the U.S. The URAA amended U.S. 
copyright law to comply with stan-
dards of copyright protection under 
Berne. Section 514 of the URAA (the 
section challenged in Golan), restored 
copyright protection to foreign works 
that were in the public domain in the 
United States but protected in certain 
foreign countries. 

The copyright term for a “restored 
work” under § 514 is “the remainder 
of the term of copyright that the work 
would have otherwise been grant-
ed in the United States if the work 
never entered the public domain in 
the United States.” A restored work is 
an original work of authorship that “is 
not in the public domain in its source 
country through expiration of term 
of protection” and “is in the public 
domain in the United States due to—
(i) non compliance with formalities 
imposed at any time by United States 
copyright law, including failure of 
renewal, lack of proper notice, or fail-
ure to comply with any manufactur-
ing requirements; (ii) lack of subject 
matter protection in the case of sound 
recordings fixed before February 15, 
1972; or (iii) lack of national eligibili-
ty.” Also, the restored work must have 
“at least one author or rightholder 
who was, at the time the work was 
created, a national or domiciliary of an 
eligible country and, if published, was 
first published in an eligible country 
and not published in the United States 
during the 30-day period following 
publication in such eligible country.” 
17 U.S.C. § 104A(a)(1),(h)(6).

Under the URAA, “reliance par-
ties” who exploited foreign works 
denied protection before the statute 
took effect are protected by several 
measures. The date of enforcement 
was deferred for one year from the 
date of enactment. Reliance parties 
may continue to use a restored work 

until notice from the copyright owner 
of intent to enforce, which may either 
be filed for publication with the U.S. 
Copyright Office within two years 
of restoration or be given by service 
with actual notice to the reliance party. 
After notice, reliance parties still have 
a one-year grace period in which to 
exploit the work. Derivative works 
can continue to be exploited upon 
payment of reasonable compensation. 
17 U.S.C. § 104A(c),(d),(h).

The plaintiffs in Golan, who 
had enjoyed royalty-free use of for-
eign works for many years, brought 
suit alleging that Section 514 of the 
URAA (i) exceeded the authority of 
Congress under the Copyright Clause 
of the U.S. Constitution and (ii) lim-
ited free speech guaranteed under the 
First Amendment. In 2001 the District 
Court granted summary judgment 
against the plaintiffs, finding no merit 
to either argument. Golan v. Gonzalez, 
No. Civ. 01-B-1854, 2005 WL 914754 
(D. Colo., Apr. 20, 2005). On appeal the 
Tenth Circuit remanded on the First 
Amendment issue after applying the 
Supreme Court’s reasoning in Eldred. 
Golan v. Gonzales, 501 F.3d 1179 (10th Cir. 
2007). It found that the statute could 
have altered the “traditional contours” 
of copyright law because it was com-
monly understood that once works have 
entered the public domain, they do not 
leave. On remand, the District Court 
found for the plaintiffs, stating that the 
restriction of the public domain works 
was not justified by any federal interest. 
Golan v. Holder, 611 F.Supp.2d 1165 (D. 
Colo. 2009). On subsequent appeal the 
Tenth Circuit reversed, holding that the 
statute passed First Amendment scru-
tiny because it was narrowly tailored 
to the government interest in protecting 
the rights of U.S. authors abroad. Golan 
v. Holder, 609 F. 3d 1076 (10th Cir. 2010). 
Finally, the Supreme Court rejected both 
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the plaintiffs’ Copyright Clause and 
First Amendment arguments, uphold-
ing § 514. Golan v. Holder, 132 S.Ct. at 
878, 894.

The Copyright Clause
Writing for the majority, Justice 
Ginsburg addressed the Copyright 
Clause argument by looking to the 
language of the Constitution, Supreme 
Court precedent, historical practice, 
and policy. Article I, Section 8, Clause 
8, of the U.S. Constitution states that 
“Congress shall have Power … [t]
o promote the Progress of Science 
… by securing for limited Times to 
Authors … the exclusive Right to 
their … Writings.” The petitioners had 
argued that in removing a work from 
the public domain, Congress violated 
the “limited time” language of the 
Copyright Clause. The Court held, 

however, that there is no barrier to 
the removal of a work from the public 
domain based on either the text of the 
Copyright Clause, historical practice, 
or Supreme Court precedent. Slip op. 
at 13; 132 S.Ct. at 884. In Eldred, the 
Court looked at whether Congress 
exceeded its authority by extending 
the terms of existing copyrights by 20 
years and concluded that it had not. 
The Golan Court followed Eldred and 
interpreted “limited time” as mean-
ing a time that is “circumscribed” or 
“confine[d] within certain bounds” 
rather than a time that cannot be 
altered. Slip op. at 14; 132 S.Ct. at 
884. The Court found no merit in the 
petitioners’ argument that Congress 
could grant copyright protection in 
perpetuity by continually extending 
the term after it had expired. Slip op. 
at 15; 132 S.Ct. at 885. The Court also 
rejected the petitioners’ argument that 

historical practice prevented Congress 
from removing works from the public 
domain, citing several instances when 
this had been done. Slip op. at 16-18; 
132 S.Ct. at 885-887.

Petitioners made the policy argu-
ment that removing works already 
in the public domain cannot provide 
an incentive to create new works, 
as required by the language of the 
Copyright Clause (“to promote the 
Progress of Science”). The Court coun-
tered that the creation of new works 
is not the only way that Congress can 
promote the “progress of science.” 
The dissemination of existing works, 
which is favored by promoting the 
international copyright regime under 
the Berne Convention, can also serve 
this purpose. Slip op. at 21; 132 S.Ct. 
at 888-889. Congress can decide that 
adherence to the Berne Convention 
would promote the progress of science 
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by opening foreign markets to U.S. 
authors and aid in the fight against 
foreign piracy of U.S. works. Slip op. 
at 22; 132 S.Ct. at 889.

The First amendment
The Supreme Court held that height-
ened First Amendment review is not 
necessary in the case of § 514. The 
Court recognized that copyright pro-
tection inherently restricts speech to 
some extent; nevertheless it found that 
there are built-in statutory safeguards 
to protect freedom of speech, includ-
ing the idea/expression dichotomy 
(codified at 17 U.S.C. § 102(b)) and 
the “fair use” defense (codified at 
17 U.S.C. § 107). Slip op. at 24-25; 
132 S.Ct. at 890-891. Furthermore, 
Congress incorporated measures into 
§ 514 to ease the impact on reliance 
parties. Slip op. at 25; 132 S.Ct. at 891. 

Petitioners also argued that the 
public owns “vested rights” in the 
public domain works recovered by 
§ 514 and that the statute limits the 
exercise of these rights. The Court 
held that no one acquires ownership 
rights to works while they exist in the 
public domain, however. Slip op. at 
28; 132 S.Ct. at 892. Further, § 514 does 
not completely prohibit public access 
to the works at issue. Rather, authors 
are merely given the benefit of what-
ever copyright term they would have 
enjoyed had they not been deprived of 
copyright protection from the begin-
ning. Slip op. at 30; 132 S.Ct. at 893.

The dissent
Justice Breyer viewed the copyright 
law in terms of utilitarianism vs. natu-
ral rights. Citing history, the text of the 
Constitution, Thomas Jefferson and 
James Madison, the Supreme Court’s 
own case law, and reports of Congress 

regarding previous copyright statutes, 
Justice Breyer concluded that the pri-
mary purpose of the law is to bring 
about a public good, namely, the cre-
ation of new works – i.e., a utilitar-
ian view. For Breyer, the reward of 
authors for their creative endeavors 
– i.e., a natural rights view – is second-
ary to the primary goal of benefiting 
the public. Dissent, slip op. at 5-8; 132 
S.Ct. at 900-903. He concludes that 
copyright actually restricts the dis-
semination of existing works. Dissent 
slip op. at 2; 132 S.Ct. at 900. 

Justice Breyer’s dissent also raised 
the issue of orphan works, works whose 
copyright holders cannot be identified 
in order to procure rights to use them. 
The majority acknowledged the dif-
ficulty of orphan works but noted that 
this is a problem for Congress to solve, 
not the courts, and that it is not a prob-
lem unique to URAA. Slip op. at 31-32; 
132 S.Ct. at 893-894.

The Public domain  
after Golan
Now that § 514 has been upheld, inves-
tigating whether a foreign work is in 
the public domain in the U.S. has not 
gotten easier. For example, one must 
know the date and country of publica-
tion or creation and determine whether 
the work was under copyright protec-
tion in the country of origin at the 
date of restoration. All works pub-
lished before January 1, 1923, are in the 
public domain in the U.S. However, 
works that were published on or after 
January 1, 1923, in a WTO member 
country or a Berne Convention signa-
tory generally will be restored works 
under URAA if they were still subject 
to copyright protection in the country 
of origin on the date of restoration 
(which is generally January 1, 1996, 
but can be later if the source country 

became eligible at a later date). Thus, 
the analysis of restored works is com-
plex and a copyright attorney should 
be consulted. A useful starting point 
can be the Wikipedia article on Non-
U.S. Copyrights. See en.wikipedia.org/
wiki/Wikipedia:Non-U.S._copyrights.

It remains to be seen what fur-
ther actions Congress might take after 
Golan. The Supreme Court has shown 
great deference to Congress when 
evaluating copyright legislation, 
first in Eldred and now in Golan. The 
Golan decision provides little guid-
ance on what actions by Congress 
might go too far. Providing mecha-
nisms to address “reliance parties” in 
§ 514 may have avoided transgress-
ing the “Takings Clause” of the Fifth 
Amendment. Notably, the Court gave 
great deference to Congress for acting 
to further foreign policy. This sug-
gests that if Congress takes an action 
that it believes is justified or required 
by a treaty obligation, the Court will 
acquiesce. Since the Internet has glo-
balized the ability to disseminate and 
access creative works, Congress could 
take action to address global piracy. 
Further, the interpretation of “limited 
times” by the Golan majority suggests 
that if Congress were inclined to fur-
ther lengthen copyright term, it might 
be able to do so.

The Court did not apply heightened 
First Amendment review to Congress’s 
action in restoring foreign works. It is 
unlikely that any new copyright stat-
ute would face such scrutiny provided 
it is content-neutral and does not alter 
the idea-expression dichotomy or the 
fair use defense.

Justice Breyer was particularly 
troubled by the implication of Golan 
for orphan works. Finding the rights 
holder after a work is restored from 
the public domain can be extraor-
dinarily difficult, or impossible. The 
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Golan decision may put further pres-
sure on Congress to finally address 
orphan works. 

It is unlikely that Congress could 
remove from the public domain works 
by Hawthorne or Swift or the King 
James Bible, as Justice Breyer feared. 
Such action would explicitly add to 
copyright terms that have run their 
course, unlike the foreign works in 
Golan, which had not been initially pro-
tected under U.S. copyright law. The 
public expectation of using works that 
are so firmly ensconced in the public 
domain would seem to outweigh any 
action of Congress to remove them. 
In fact, public perception may have 
an enormous impact on any action 
that Congress may take in copyrights. 
Due to the rise of the Internet, more 
people are aware of intellectual prop-
erty issues and often their perception 
of intellectual property ownership is 
negative. For example, through online 
sources, a great deal of public opposi-
tion was generated against the Stop 
Online Piracy Act (SOPA) and the 
Protect IP Act (PIPA) pending in the 
House and Senate to address online 
counterfeiting. Any attempt to further 
extend the term of copyright or to 
withdraw additional works from the 
public domain could meet with a simi-
lar negative public response.

The copyright arena is ever evolv-
ing. The Supreme Court gives 
Congress a great deal of deference 
in Golan v. Holder but the public may 
have the last word on determining the 
boundaries of the public domain.

Ms. Hjorth is a partner at the law firm of 
Weingarten, Schurgin, Gagnebin & Lebovici, 
LLP, in Boston, Massachusetts. She may be 
reached at bhjorth@wsglip.com. Mr. Hymel 
is Of Counsel at the law firm of McLane, 
Graf, Raulerson & Middleton, Professional 
Association in Woburn, Massachusetts. He 
may be reached at lin.hymel@mclane.com
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Use Of Third-Party 
    Trademarks in 
            Metatags 
                        and 
             Keywords

By Jeffrey Fabian

When it comes to e-commerce, one 

of the most significant issues for any 

business is getting its website seen by 

relevant consumers. Currently, one of 

the most prolific ways of doing this is 

by getting found on search engines. 

Two of the most effective ways to 

get found on search engines are use 

of keyword-based ad placement and 

internal website metatags. Inevitably, 

some companies have turned to using 

competitors’ trademarks to try to boost 

their own search engine placement.

The volume of case law occurring 

in this area has waxed and waned in 

recent years, though it seems to be 

on an uptick with some trends and 

underlying principles starting to fall into 

place. The two most significant cases 

– one from the Fourth Circuit Court of 

Appeals – will be used in this article 

to frame the discussion, followed by a 

roundup of recent decisions from the 

Circuits nationwide.
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legal Background
In order to prevail on a claim of trade-
mark infringement, a trademark owner 
must demonstrate (i) that the alleged 
infringer is “using” the trademark in 
commerce, and (ii) that its use cre-
ates a “likelihood of confusion” in the 
marketplace. In analyzing trademark 
infringement claims, the Circuits apply 
different versions of a largely uniform 
multi-factor test (see, e.g., George & Co., 
LLC v. Imagination Entm’t Ltd., 575 F.3d 
383, 393 (4th Cir. 2009)). While no one 
single factor is determinative under the 
analysis, the alleged infringer’s intent, 
strength of the mark, evidence of actual 
confusion and consumer sophistica-
tion often weigh heavily in the final 
determination. As demonstrated by the 
cases discussed herein, these interre-
lated issues – “use”, likelihood of con-
fusion, and the factors of intent, actual 
confusion and consumer sophistica-
tion – are the predominant recurring 
themes in cases involving use of third-
party trademarks in website metatags 
and search engine keywords. 

What are The Issues?
The first issue is use of third-par-
ty trademarks in website metatags. 
See Shelby v. Factory Five Racing, Inc., 
684 F. Supp.2d 205, n.1 (D. Mass. 
2010). Metatags, which are invisible 
to a website’s visitors, make websites 
more “visible” to search engines, and 
are generally employed to increase 
search engine rankings.

The second issue is use of third-
party trademarks as keywords for 
pay-per-click advertising campaigns. 
Google and other search engines per-
mit website owners to purchase key-
word-based advertising placements in 
their search results, and certain search 
engines (including Google) include 
trademarks as search terms that can be 

purchased as keywords. See Recuecom 
Corp. v. Google, Inc., 562 F.3d 123, 124-
27 (2d Cir. 2009).

In either case, there are two areas 
where infringement can occur – on 
the website of the company employ-
ing the metatags or keywords, and in 
the search engine’s use of trademark-
based keywords and metatags to trig-
ger search results.

Trend-Setters: The 
Rescuecom and Rosetta 
Stone Cases
The two most notable cases in this 
arena are Recuecom Corp. v. Google, Inc., 
562 F.3d 123 (2d Cir. 2009) and Rosetta 
Stone, Ltd. v. Google, Inc., --- F.3d --- 
(4th Cir. 2012). 

Rescuecom v. Google
In Recuecom Corp. v. Google, Inc., 562 
F.3d 123 (2d Cir. 2009), the Second 
Circuit Court of Appeals held that 
Google’s AdWords pay-per-click 
advertising platform satisfied the 
threshold requirement under the 
Lanham Act of “use in commerce” for 
an infringement claim based on use of 
competitor trademarks in keywords 
and metatags. Id. at 131. As this was 
the only issue presented on appeal, 
the Second Circuit remanded the case 
for further proceedings under the like-
lihood of confusion analysis.

Use In Commerce
In determining that Rescuecom had 
sufficiently pled use in commerce, the 
Second Circuit relied on Google’s “dis-
play[], offer[] and [sale of] Rescuecom’s 
mark to Google’s advertising custom-
ers.” Id. at 129. Thus, the Second Circuit, 
in line with other courts, parted ways 
with persuasive authority suggesting 
that an intermediary’s involvement in 
one company’s use of another’s trade-

mark is insufficient to establish trade-
mark “use” under the plain language 
of the Lanham Act. 

As a result, the Rescuecom deci-
sion confirmed the viability of key-
word- and metatag-based trademark 
infringement claims under a broad 
range of circumstances.

Rosetta Stone v. Google
On April 9, 2012, the Fourth Circuit 
Court of Appeals decided Rosetta Stone, 
Ltd. v. Google, Inc., --- F.3d --- (4th Cir. 
2012), in which it vacated the lower 
court’s decision granting Google sum-
mary judgment on Rosetta Stone’s 
trademark infringement and trademark 
dilution claims. See Rosetta Stone, Ltd. v. 
Google, Inc., 730 F.Supp. 2d 531, 540-41 
(E.D. Va. 2010). In doing so, it revived 
the case and reopened the possibility 
for potential direct and contributory 
search engine liability for trademark-
based keyword advertising programs. 

In contrast to Rescuecom, the Fourth 
Circuit in Rosetta Stone assumed for 
purposes of the appeal that the “use 
in commerce” element was satisfied. 
Thus, the court began its inquiry with 
whether Google’s AdWords service 
constituted infringement under the 
multi-factor analysis. Rosetta Stone, 
Ltd. v. Google, Inc., --- F.3d ---, *4 (4th 
Cir. 2012) (quoting CareFirst of Md., 
Inc. v. First Care, P.C., 434 F.3d 263, 
267 (4th Cir. 2006) (internal quotations 
omitted)). Under the circumstances 
presented, the Fourth Circuit focused 
its inquiry on three primary factors: 
Google’s subjective intent, evidence 
of actual confusion, and consumer 
sophistication. See id. at *7-11.

Google’s Intent
On the issue of subjective intent, the 
Fourth Circuit held that a fact finder 
could reasonably conclude that Google 
maintained its AdWords program “with 
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the knowledge that confusion was very 
likely to result from its use of [Rosetta 
Stone’s] marks.” Id. at *7. The court 
cited Google’s revision of the AdWords 
trademark policy in 2009, from which it 
anticipated both increased revenue and 
“an uptick in litigation from trademark 
owners.” Id. The appellate court’s rea-
soning thus departed from the district 
court’s approach, which focused on the 
fact that Google was not trying to com-
pete with Rosetta Stone (and therefore 
could not reasonably be found to have 
intended to profit from confusion sur-
rounding the Rosetta Stone mark). See 
Rosetta Stone, Ltd. v. Google, Inc., 730 
F.Supp. 2d 531, 541 (E.D. Va. 2010).

Actual Confusion
Regarding actual confusion, the Fourth 
Circuit held Rosetta Stone’s evidence 
sufficient to support its trademark 
infringement claim on summary judg-
ment. Rosetta Stone, Ltd. v. Google, Inc., 
--- F.3d ---, *7-8 (4th Cir. 2012); cf. 730 
F.Supp. 2d at 542-44. Rosetta Stone pre-
sented both survey and testimonial evi-
dence suggesting that consumers had 
been confused by competitors’ keyword 
purchases on AdWords. Stone, Ltd. v. 
Google, Inc., --- F.3d ---, *8 (4th Cir. 2012). 
Again departing from the lower court’s 
approach, the Circuit Court noted that 
the issue is “whether ‘the defendant’s 
actual practice is likely to produce confu-
sion in the minds of consumers about 
the origin of the goods or services in 
question,’” not merely whether there 
is confusion between the trademark 
owner and the company making use of 
the mark. Id. at *9 (quoting CareFirst of 
Md., 434 F.3d at 267 (4th Cir. 2006)); cf. 
730 F.Supp. 2d at 542-44.

Consumer Sophistication
Finally, on the issue of consumer 
sophistication, the Circuit Court again 
departed from the lower court, finding 

that the price and nature of Rosetta 
Stone’s products alone were insuffi-
cient to demonstrate that consumers 
would be able to distinguish between 
paid advertisements and organic search 
results. Rosetta Stone, Ltd. v. Google, 
Inc., --- F.3d ---, *11 (4th Cir. 2012); cf. 
730 F.Supp. 2d at 544-45. This holding 
also seems to contradict an outmoded 
trend seen in other courts of the abil-
ity to navigate the Internet in itself 
demonstrating sufficient sophistication 
to work against a web-based claim for 
trademark infringement.

And with that, around we go . . . .

The cases discussed below are the most 
recent appellate and district court cases 
(as of the date of writing) in each jurisdic-
tion discussing one or more of the issues 
involved in keyword- and metatag-based 
trademark infringement claims. Not all 
issues have been addressed in all jurisdic-
tions.

First Circuit
In Shelby v. Factory Five Racing, Inc., 
684 F. Supp.2d 205 (D. Mass. 2010), the 
court held that use of a competitor’s 
trademarks in metatags constituted 
“use in commerce” within the mean-
ing of the Lanham Act. Id. at 215. As 
in Rosetta Stone, the court pointed 
out that the issue is not necessarily 
one of competition, but more broadly 
whether “use of the disputed marks 
creates a likelihood of confusion about 
the source of its goods or services.” Id.

In the First Circuit’s most recent 
appellate opinion, the court acknowl-
edged that a competitor’s use of key-
words in metatags to drive traffic can 
constitute infringement. See Venture 
Tape Corp. v. McGillis Glass Warehouse, 
540 F.3d 56 (1st Cir. 2008). It also noted 
that the somewhat antiquated practice 
of hiding trademarks in color-matched 

text supports a finding of intent to 
cause confusion. Id. at 63. Presumably, 
this portion of the opinion could be 
extended to cover other “hidden” uses 
of third party trademarks.

Second Circuit
In Tiffany (NJ) Inc. v. eBay, Inc., 600 
F.3d 93 (2d Cir. 2010), the Second 
Circuit held that eBay was not liable 
for direct or contributory infringement 
in connection with its customers’ use 
of third-party trademarks in keywords 
and metatags. Id. at 101-109.

Subsequently, district courts in 
the jurisdiction have decided cases 
finding that: (i) use of competitors’ 
trademarks in website metatags is a 
factor that demonstrates “intent to 
capitaliz[e] on plaintiff’s reputation 
and goodwill” (Tecnimed SRL v. Kidz-
Med, Inc., 763 F.Supp. 2d 395, 409 
(S.D.N.Y. 2011) (internal quotations 
omitted)); and, (ii) purchase of a com-
petitor’s trademarks as search engine 
keywords constitutes infringement 
(CJ Products, LLC v. Snuggly Plushez, 
LLC, 809 F.Supp. 2d 127, 159 (E.D.N.Y. 
2011)). Ascentive, LLC v. Opinion Corp., 
2011 WL 6181452 (E.D. Ny. Dec. 13, 
2011) clarified that use of third-par-
ty trademarks as metatags in itself 
is not sufficient to establish liability 
where the alleged infringer has a valid 
defense (e.g., fair use). Id. at 7-8, 10.

Third Circuit
The Third Circuit held that search 
results from a trademark-based key-
word do not give rise to search engine 
liability under the Lanham Act if 
there is either (i) no likelihood of con-
fusion with respect to origin, or (ii) 
an absence of commercial advertising 
or promotion (e.g., a non-commercial 
website making allegedly defama-
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tory comments about the plaintiff). 
Parker v. Google, Inc., 242 Fed. Appx. 
833 (3d Cir. 2007).

More recently, a lower court in the 
circuit enjoined a competitor’s use of 
the plaintiff’s trademarks in keywords 
and metatags, suggesting that such 
conduct constitutes infringement. 
World Entertainment, Inc. v. Brown, 
2011 WL 2036686, *8 (E.D. Pa. May 
20, 2011). Similarly, in dicta, a differ-
ent lower court affirmed Circuit prec-
edent providing that, “purchase and 
use of a trademark-protected keyword 
for the purpose of triggering inter-
net advertising constitutes the type 
of use of commerce contemplated by 
the Lanham Act.” Fagnelli Plumbing 
Co. v. Gillece Plumbing & Heating, Inc., 
2010 WL 2994163, *6 (W.D. Pa. July 27, 
2010) (quoting J.G. Wentworth, S.S.C. 
Ltd. Partnership v. Settlement Funding 
LLC, 2007 U.S. Dist. LEXIS 288, *11 
(E.D.Pa. Jan.4, 2007) (internal quota-
tions omitted)).

Fourth Circuit
See discussion, supra, regarding Rosetta 
Stone, Ltd. v. Google, Inc., --- F.3d --- 
(4th Cir. 2012).

In Mazelmints, Inc. v. It’s A Wrap, 
LLC, 2011 WL 2960873 (E.D. Va. July 
20, 2011), the District Court for the 
Eastern District of Virginia held 
the defendant liable for trademark 
infringement based on its use of 
metatags automatically generated by 
a Yahoo! website management plat-
form. Id. at *2-3.

Fifth Circuit
College Network, Inc. v. Moore 
Educational Publishers, Inc., 378 Fed. 
Appx. 403 (5th Cir. 2010) involved one 
competitor’s claim against another 
based on keyword advertising. See id. 

at 413-14. The plaintiff was unsuccess-
ful due to apparent flaws in its case 
strategy, but the opinion is notewor-
thy for its analysis and reference to 
the Ninth Circuit’s “internet trinity” 
applied in non-search engine cases. 
See id. at 414.

Subsequent lower court cases have 
discussed competitor claims based on 
both: (i) metatags (Clearline Technologies 
Ltd. v. Cooper B-Line, Inc., 2012 WL 
43366 (S.D. Tex. Jan. 9, 2012) (noting 
criticism of the “freeway signs” meta-
phor); Southern Snow Manufacturing 
Co. v. Sno Wizard Holdings, Inc., 2011 
WL 6287950 (E.D. La. Apr. 18, 2011) 
(finding no likelihood of confusion 
from website metatags)); and, (ii) key-
words (Abraham v. Alpha Chi Omega, 
781 F.Supp. 2d 396 (N.D. Tex. 2011) 
(discussing keyword purchase as evi-
dence of intent and infringement)).

Sixth Circuit
No recent appellate decisions address 
the issues. Interestingly, however, 
two different district courts sitting in 
the Sixth Circuit have issued rulings 
seemingly assuming confusion to result 

from illicit use of third-party trade-
marks in keywords and metatags. 
See Ohio State University v. Thomas 
738 F.Supp. 2d 743 (S.D. Ohio 2010); 
General Conference Corp. of Seventh-Day 
Adventists v. McGill, 2010 WL 94404 
(W.D. Tenn. Jan. 6, 2010).

Seventh Circuit
Since the Seventh Circuit’s seminal 
decision in Promatek Industries, Ltd. 
v. Equitrac Corp., 300 F.3d 808 (7th 
Cir. 2002) (likelihood of confusion 
based on intent to deceive consumers 
through use of metatags), it has not 
issued any rulings dealing substan-
tially with trademark-based keywords 
and metatags.

Subsequent district court cases, how-
ever, have provided some seemingly 
disparate results. Compare Quidgeon v. 
Olsen, 2011 WL 1480537 (C.D. Il. Apr. 19, 
2011) (granting injunction against use of 
third-party trademarks in metatags and 
keywords) with Starsurgical, Inc. v. Aperta, 
LLC, 2011 WL 2037554, n.1 (E.D. Wisc. 
May 24, 2011) (requiring evidence of like-
lihood of confusion for keyword-based 
infringement claim) and Morningware, 
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Inc. v. Hearthware Home Products, Inc., 673 
F.Supp. 2d 630, 635 (N.D. Il. 2009) (noting 
that the Seventh Circuit has remained 
silent on whether keyword purchases 
satisfy the “use” requirement).

Eighth Circuit
Sensient Technologies Corp. v. 
Sensoryeffects Flavor Co., 613 F.3d 754 
(8th Cir. 2010) discusses the Second 
Circuit’s Rescuecom “use” analysis at 
length with respect to online advertis-
ing, but not specifically in the context 
of keywords or metatags. No other 
appellate decisions from the Circuit 
have addressed these issues.

B&B Hardware, Inc. v. Hargis 
Industries, Inc., 2010 WL 4683725 (E.D. 
Ark. Nov. 10, 2010) relied on the First 
Circuit’s decision in Venture Tape 
Corp. v. McGillis Glass Warehouse, 540 
F.3d 56 (1st Cir. 2008) in holding that 
use of a competitor’s trademarks as 
metatags can constitute evidence of 
intent to cause confusion. In a lengthy 
opinion, the District Court for the 
District of Minnesota found that one 
competitor’s use of another’s in eBay 
and Google search keywords consti-
tuted trademark infringement, and 
that such use was in itself evidence of 
intent to cause confusion. 3M Company 
v. Mohan, 2010 WL 5095676, *16-20 (D. 
Minn. Nov. 24, 2010).

ninth Circuit
Far and away, the most jurisprudence 
on these issues comes out of the Ninth 
Circuit. One of the more notable recent 
cases, Jurin v. Google, Inc., 768 F.Supp. 
2d 1064 (E.D. Cal. 2011), follows the 
lead of Rescuecom in acknowledging 
in the search engine context that an 
alleged infringer need not be a com-
petitor in order to engage in “use” 
of a plaintiff’s trademark. Id. at 1072. 

Out of the Court of Appeals, Network 
Automation, Inc. v. Advanced Systems 
Concepts, Inc., 638 F.3d 1137 (9th Cir. 
2011) recently confirmed that key-
word purchases constitute trademark 
“use” for purposes of the infringe-
ment analysis. Id. at 1144-45.

Other noteworthy cases include: 
Woods v. Google, Inc., 2011 WL 3501403 
(N.D. Cal. Aug. 10, 2011) (AdWords-
based claim against Google denied); 
Quia Corp. v. Mattel, Inc., 2011 WL 
2749576 (N.D. Cal. July 14, 2011) (dis-
cussing use of metatags to compete in 
online marketing channels); Binder v. 
Disability Group, Inc., 772 F.Supp. 2d 
1172 (C.D. Cal. 2011) (infringement 
based on keyword advertising); Area 
55, Inc. v. Pandamerican LLC, 2010 WL 
3564715 (S.D. Cal. 2010) (metatags as 
possible evidence of intent).

Tenth Circuit
1-800 Contacts, Inc. v. Lens.com, Inc., 755 
F.Supp.2d 1151 (D. Utah 2010) involved 
a claim for trademark infringement 
based on a competitor’s keyword 
advertising. While the plaintiff had not 
yet presented adequate evidence, the 
court acknowledged that the defen-
dant’s use of trademark-based pay-per-
click keywords to attract the plaintiff’s 
customers could constitute trademark 
infringement. Id. at 1170-71.

In the Circuit’s most recent appel-
late decision, the Court of Appeals 
held in Australian Gold, Inc. v. Hatfield, 
436 F.3d 1228 (10th Cir. 2006) that 
a reseller’s use of a manufacturer’s 
trademarks in metatags was both evi-
dence of intent and itself infringing 
conduct. Id. at 1241.

Eleventh Circuit
Similar to the Sixth Circuit, recent 
cases from the Eleventh Circuit have 

tended to presume confusion aris-
ing from use of trademark-based 
keywords and metatags. In award-
ing relief, the courts in the Eleventh 
Circuit have enjoined use of the plain-
tiff’s trademarks in keywords and 
metatags without specifically ana-
lyzing whether such uses constitute 
infringement. See Transamerica Corp. v. 
Moniker Online Services, LLC, 2010 WL 
1416979 (S.D. Fl. Apr. 7, 2010); Gaffigan 
v. Does 1-10, 689 F.Supp. 2d 1332 (S.D. 
Fl. 2010).

In a 2008 decision, the Court of 
Appeals for the Eleventh Circuit 
addressed use of competitors’ trade-
marks in search engine keywords and 
metatags, and held such use to satisfy 
the “use in commerce” requirement 
under the Lanham Act. North American 
Medical Corp. v. Axiom Worldwide, Inc., 
522 F.3d 1211, 1219-20 (11th Cir. 2008). 
In upholding the district court’s finding 
of infringement, the Eleventh Circuit 
noted that the defendants’ choice of 
metatags and keywords was itself evi-
dence of intent. Id. at 1221-22. The 
case is particularly noteworthy for its 
multijurisdictional review of Internet-
related trademark jurisprudence. Id. at 
1219-1223.

Federal Circuit
The Federal Circuit is the last – and 
least – Circuit in this national survey. 
At the time the research for this article 
was conducted, there were no report-
ed district or appellate court cases 
from the Federal Circuit discussing 
the issues of use of third-party trade-
marks in website metatags and search 
engine keywords.

Mr. Fabian is the owner of the Law 
Office of J. Fabian, focusing his practice 
on proactive trademark protection and 
e-commerce issues. He may be reached at  
jeff@fabianip.com.
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By J. andrew McKinney, Jr.

The Leahy-Smith America Invents Act (Pub. L. 112-29, 125 
Stat. 284 (Sept. 16, 2011)) (“AIA”), implementing the change 
from a “first-to-invent” to a “first-to-file” patent law regime 

in the US, is the most significant event in US patent law since 
1954. See Patent Reform Act of 2011, HR 1249, 112th Cong. 
1st Sess., and http://www.uspto.gov/aia_implementation/

resources.jsp#heading-2 for legislative history. While the AIA 
makes many substantive changes in our patent law, most do 
not come into effect until March 16, 2013. This article offers 
a practical grasp of the changes in the law and some useful 
options for counseling your clients on patents and invention 

disclosures on a timely basis. 

The Most Significant 
Practical Effects Of The 

America Invents Act (“AIA”) 
For Business Owners & 

Transactional Attorneys
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Trade secrets will become more 
important and more valuable, which 
means we should all review the 
Maryland Uniform Trade Secrets 
Act, Md. Com. Law §§11-1201 to 
11-1209 (“MUTSA”). Timely collec-
tion of invention or “new devel-
opment” disclosures, followed by 
periodic (e.g., monthly) reviews by 
company decision-makers to iden-
tify which of the new developments 
may provide an economic or com-
petitive advantage and be worthy of 
protection, is recommended. Now, 
the decision-makers have an added 
set of factors to consider because if 
a new development is “non-self-dis-
closing” and properly protectable as 
a trade secret, it may be preferable 
to keep that development secret and 
not file a patent application. 

If a patent application is to be 
filed, there is an historic incentive to 
file at least an inexpensive “provi-
sional” application under the expir-
ing first-to-invent system by March 
15, 2013. The new filing strategies 
are driven by the AIA. Here are the 
big changes:

(I) First Big Change,  
“First to File”: 
The shift to a first-to-file system 
is central to the AIA, along with a 
revised set of novelty rules which 
completely alter Section 102. The 
first-to-file system, in which a pat-
ent is granted to the first inventor 
to apply, differs fundamentally from 
our present first-to-invent system, 
in which the patent is granted to the 
first person to conceive of an inven-
tion and reduce it to practice. 

Consequences of “First-to-File”:
The shift to first-to-file probably 
means more work for patent lawyers. 

If a company has an invention in the 
works, its lawyers may need to con-
tinually file new patent applications 
on incremental improvements for 
that invention or risk learning that 
a competitor has beaten them to the 
patent office. Some believe there will 
be pressure on all companies to act 
as quickly as possible under the AIA, 
even if there is research left to do. 
Technology developers may need 
to file two or more patent applica-
tions over the course of one or two 
years, whereas under the expiring 
laws, they would have quietly kept 
working and ultimately filed one 
application. 

The Practical Takeaway: 
The AIA provides a definite deadline 
for evaluating invention disclosures. 
Thus an internal procedure includ-
ing completion and evaluation of the 
standard Invention Disclosure (and 
an Assignment) making a record for 
each new development is recom-
mended. That new development 
should be cataloged by date and 
if no patent application is to be 
filed, everything relating to that new 
development/invention which can 
be kept secret should be handled 
in accordance with the company’s 
MUTSA-compliant trade secret pro-
cedure. This invention disclosure 
record can also be used to provide 
date-indexed prior art which likely 
will be helpful in the event the com-
pany is sued by another entity work-
ing in the same technology.

Which Patent Applications Will Be 
Subject To First-To-File Provisions?
Most of the changes enacted in the 
AIA are made effective 18 months 
after the signing of the AIA on 
September 16, 2011, or on March 
16, 2013. From that date forward, 

whether first-to-file provisions apply 
to a given claim will depend on the 
effective filing date of the claim. It is 
easy to distinguish between brand-
new applications and continuation 
or divisional applications:

• New applications for which all 
subject matter has an effective 
filing date of March 16, 2013, 
or later will be governed by the 
new first-to-file provisions; and 

• Continuation or divisional 
applications for which all sub-
ject matter has an effective 
filing date on or earlier than 
March 15, 2013, will be gov-
erned by the current expiring 
first-to-invent provisions.  
    Continuation-in-part (CIP) 
applications are trickier. A CIP 
application with even one pat-
ent claim having an effective 
filing date of March 16, 2013, 
or later will be subject to the 
first-to-file provisions. For such 
applications, a patent claim with 
an effective filing date of March 
16, 2013, or later (a “new” claim) 
acts as a “poison pill” in that 
it irrevocably brings the entire 
application – and all applica-
tions claiming priority to it – 
under the first-to-file provisions.

• Once a “new” patent claim has 
been presented in a CIP applica-
tion, that application will be sub-
ject to the first-to-file provisions, 
even if that “new” patent claim 
is canceled. 

• Once a “new” patent claim has 
been presented in a CIP applica-
tion, any application that claims 
priority to that CIP application 
will be subject to the first-to-file 
provisions, even if that “new” 
patent claim is canceled.

• Once a priority claim has been 
made to an application with a 
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“new” patent claim, the later 
application will be “convert-
ed” and subject to the first-
to-file provisions, even if the 
priority claim is deleted.  
    To avoid the harshest con-
sequences of the irreversible 
poison pill (or first-to-file con-
version), applicants filing a CIP 
application with the intention of 
pursuing “new” patent claims 
may want to consider pursuing a 
second, parallel application with 
no new claims in order to retain 
the first application’s eligibility 
for first-to-invent provisions.

(II) Big Changes to novelty 
rules and the Inventor’s 
“Grace Period”: 
Most experienced business attorneys 
remember that for U.S. patent pro-
tection “you have a year.” The pres-
ent section 102(b) grace period is a 
statutory exception to the general 
rule that one cannot patent an inven-
tion that is already publicly avail-
able. The grace period gives inven-
tors one year to freely publicize 
and test the market for an invention 
without waiving their patent rights. 
After much debate in Congress over 
the future of our uniquely American 
inventor-focused grace period, the 

final version of the AIA keeps a one-
year grace period but redefines what 
“disclosures” inventors can make. 

The present section 102(a) and 
the concept that prior art must pre-
cede the date of invention are dis-
carded. Section 102(b) and the one-
year statutory bar are also effectively 
discarded. Instead, as of March 16, 
2013, under the new section 102(a) 
a variety of disclosures (e.g., pat-
ents, printed publications, public 
uses, invention being on sale, etc.) 
that predate the patent’s effective 
filing date shall constitute prior art. 
The AIA thus imposes a much more 
potent statutory bar.
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This new rule comes with a major 
exception, however: prior art will 
not include disclosures (i.e., any of 
the categories of prior art discussed 
in the new 102(a)) made within one 
year of filing if “the subject matter 
disclosed had, before such disclo-
sure, been publicly disclosed by the 
inventor or another who obtained 
the subject matter disclosed directly 
or indirectly from the inventor or 
a joint inventor.” See new section 
102(b)(1)(B). 

In other words, inventors will 
have the ability to negate prior art 
from the one-year period prior to 
filing by showing the prior art was 
obtained from the inventor(s). 

So what? The new rules seem to 
provide no more ability for inven-
tors to engage in disclosures than 
the existing one-year statutory bar 
(under which an inventor is free 
to disclose anything for the one-
year period prior to filing). Some 
believe a disclosure race may result. 
Recent authors have suggested that 
inventors involved in a patent race 
may make strategic public technical 
disclosures to stymie their competi-
tors and if they do, the new section 
102(b)(1)(B) exception may reward 
this behavior. 

Through early disclosure, inven-
tors who are racing to develop a 
new technology and disclose can not 
only block their rivals from obtain-
ing a patent – because the disclosure 
would operate as prior art against 
the rival’s patenting attempts – but 
can also negate any subsequent 
attempt by the rival to disclose pat-
ent-blocking information of equiva-
lent content. Unfortunately, any such 
effects are likely to favor inventors 
who only file in the United States 
due to the lack of a self-disclosure 
exception in many other countries. 

Authors who speculate on this 
kind of “disclosure race” are down-
playing the economic value of trade 
secrets and are describing a hypo-
thetical market where blocking 
another’s patent is more important 
that keeping a secret advantage. 
Your client’s market may differ.

(III) a new “Prior use” 
defense in litigation, and 
SECrET Prior art: 
As noted above, the changes to 
the novelty rules seem to encour-
age early incremental disclosures 
of technological information, at 
least for US-only inventors. This 
encouragement may be countered, 
however, by the AIA’s new “prior 
use” defense (35 U.S.C. 273), which 
may encourage the development 
of a portfolio of trade secrets as 
evidence of prior use. Some see the 
creation of a “prior use” defense in 
Section 5 of the AIA, which amends 
section 273, as impacting the dis-
closure of technological informa-
tion in two ways: (1) the new “prior 
use” defense may reduce the quan-
tity of patent applications filed and 
(2) the new “prior use” defense has 
the potential to shift investment 
in inventions away from “self-dis-
closing” inventions (i.e., inventions 
that once seen, are readily under-
stood, made and used) to those that 
can be protected through secrecy 
mechanisms (within the scope of 
MUTSA).

The types of inventions to which 
the “prior use” defense most apply 
are “non-self-disclosing,” i.e., those 
capable of protection through secre-
cy, a category that includes many 
programs, devices, methods, tech-
niques or processes. A “prior use” 
defense is less important for “self-

disclosing” inventions because these 
products already represent poten-
tially invalidating prior art. 

Under the expiring first to invent 
patent law, inventors who devel-
oped non-self-disclosing inventions 
were faced with a difficult choice: 
either maintain the invention (e.g., 
a process) as a trade secret and run 
the risk of being blocked later by 
an inventor who obtains a patent, 
or file for a patent and upon issue, 
disclose the process to the public. 
Both options have significant costs 
associated with their selection but 
the “patent and disclose” option 
remained the only way to protect an 
invention and exclude another who 
might later independently discover 
or invent the same invention your 
client previously developed.

As noted above, the AIA’s new 
“prior use” defense may re-weight 
the client’s file/don’t file decision 
process in favor of maintaining 
secrecy because it reduces the risk 
of an early inventor being patent-
blocked by a later inventor (in anoth-
er company). Some believe that a 
likely effect of this change may be to 
reduce the number of patent appli-
cations filed on secret inventions 
and thus reduce the number of man-
datory disclosures that accompany 
those patents.

From a capital markets view-
point, the AIA’s new “prior use” 
defense also may re-calibrate the 
desirability scale as between secret 
inventions and self-disclosing 
inventions. By making secrecy a 
more valuable protection strate-
gy for inventors to pursue, inven-
tors may focus their resources 
and efforts towards the creation 
of secret inventions as opposed to 
self-disclosing inventions, at least 
when the invention’s monetized 
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advantage is otherwise equal. 
Whichever type of invention your 

client develops, here is a practi-
cal take away: If they want to start 
talking about an invention (e.g., for 
business development or to raise 
money), under the AIA they must be 
far more careful about what they say. 
Confidential Disclosure Agreements 
should be used if at all possible.

Another practical takeaway: the 
legal requirements for trade secrets 
are defined in MUTSA and an inter-
nal MUTSA-compliant procedure 
including completion and evaluation 
of the standard Invention Disclosure 
(and an Assignment) for each new 
development is recommended. That 
new development may then be cat-
aloged by date and if no patent 
application is to be filed, everything 
relating to that new invention which 
can be kept secret should be handled 
in accordance with the company’s 
trade secret procedure. 

Curiously, the “prior use” defense 
under the AIA will not be available 
if a University owned the invention 
initially.

(IV) Elimination of  
“Best Mode” defense: 
A “patent” is called a “patent” 
because the inventor has to give 
something to the public in exchange 
for exclusive rights, and the inven-
tor’s consideration is a clear and 
complete teaching of the invention 
which will enable a person of skill 
in the art to make and use or prac-
tice the invention. Years ago, the 
3M Company tried to have it both 
ways on Scotch® brand tape by 
securing a patent which hid a secret 
because the inventors withheld a 
secret glue ingredient. That patent 
was held unenforceable because the 

invention disclosure was found to 
lack the required consideration, the 
inventor’s best mode for making the 
glue and the tape. The “best mode” 
requirement was later codified in 
patent law as part of 35 U.S.C §112.

Section 15 of the AIA effectively 
neuters the “best mode” require-
ment by amending the list of inva-
lidity defenses in 35 USC 282 to spe-
cifically exclude “best mode.” This 
is curious because the “best mode” 
requirement remains in effect for 
patent applicants in 35 USC 112 and 
thus theoretically could be used by a 
patent examiner to reject an applica-
tion. But under the AIA, a patentee’s 
failure to disclose the inventor’s sub-
jectively selected “best mode” for 
making and using or practicing the 
invention will not be available to 
litigating defendants as basis for 
asserting that the asserted patent is 
invalid and unenforceable. 

The “best mode” requirement has 
been subjected to substantial criti-
cism on the grounds that it repre-
sents a trap for the unwary indepen-
dent inventor while being wholly 
ineffective for disclosure purposes. 
But the actual impact of the AIA’s 
abolition of this requirement may be 
far broader than expected. Perhaps 
the effect of this change will be to 
weaken the mandatory disclosure 
obligations imposed on the applicant 
and thus decrease the substance and 
quality of individual disclosures. 
Cynics may decide to try to hide 
trade secrets in patents again, since 
the downside risk no longer appears 
to include a finding of invalidity.

(V) Good riddance - 
Interferences: 
When two or more inventors have 
separate claims to a given inven-

tion an “interference” is pro-
voked. Fortunately, these are rare. 
Interference proceedings are usually 
lengthy and expensive. Under the 
AIA, there will be changed proce-
dures for provoking and prosecuting 
interferences between applicants. 
Now, the filing date will matter and 
the issue will be whether a given 
claim is a first-to-file claim or a first-
to-invent claim. 

Under Section 3 (n) (2) of the AIA 
applicable to “interfering patents,” 
the provisions of “sections 102(g), 
135, and 291 of title 35, United States 
Code, as in effect on March 15, 
2013, shall apply to each claim of 
an application for patent, and any 
patent issued thereon, for which the 
amendments made by this section 
also apply, if such application or 
patent contains or contained at any 
time:

(A) a claim to an invention having 
an effective filing date as defined 
in section 100(i) of title 35, United 
States Code, that occurs before the 
effective date set forth in paragraph 
(1) of this subsection; or

(B) a specific reference under sec-
tion 120, 121, or 365(c) of title 35, 
United States Code, to any patent 
or application that contains or con-
tained at any time such a claim.”

Here, whether a given claim is a 
first-to-file claim or a first-to-invent 
claim depends on filing date(s) and 
priority claim(s), so each subsec-
tion (A) reference to a “claim to a[n] 
invention” means a specific patent 
claim and each subsection (B) refer-
ence to “a specific reference under 
section 120, 121, or 365(c)” means a 
specific invention’s priority claim. 
Note that each of paragraphs (1) 
and (2) include the phrase “contains 
or contained at any time.” Once the 
paragraph is satisfied, canceling the 
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patent claim or deleting the priority 
claim will not avoid or negate its 
consequences.

So, which applications will still 
be subject to interference proceed-
ings? Just as a “new” patent claim 
can invoke the first-to-file provi-
sions for an entire application, an 
“old” claim acts as an antidote that 
retains the interference-related pro-
visions of current 35 USC §§ 102(g), 
135 and 291.

• Once an “old” patent claim has 
been presented in a CIP appli-
cation, that application will be 
subject to the interference provi-
sions, even if that “old” patent 
claim is canceled. 

• Once an “old” patent claim has 
been presented in a CIP applica-
tion, any application that claims 
priority to that application will 
be subject to the interference 
provisions, even if that “old” 
patent claim is canceled. 

• Once a priority claim has been 
made to an application with 
an “old” patent claim, the later 
application will be subject to the 
interference provisions, even if 
the priority claim is deleted. 

Practical Takeaway: To avoid the 
complications of having an appli-
cation be subject to both the old 
interference provisions and the 
new prior art provisions, appli-
cants may want to consider pursu-
ing parallel applications with only 
“new” patent claims in one appli-
cation and only “old” patent claims 
in the other.

There are many web sites offering 
extensive information on the AIA, 
patents and related issues; see, for 
example, www.uspto.gov, the web-
site of the United States Patent and 
Trademark Office (“USPTO”).

So, How do you advise 
your Clients?
Fortunately, although substantive, 
the AIA’s changes are workable, even 
for smaller business clients. A practi-
cal approach for collecting and ana-
lyzing invention disclosures should 
include a set of defined procedures 
for decision makers to follow. 

Trade secrets will become more 
important and more valuable, hence, 
attorneys should review the MUTSA 
and make sure their clients have and 
maintain a set of MUTSA-compliant 
procedures and forms. A standard 
employee intake form (with MUTSA 
secrecy provisions and an agree-

ment to assign new developments) 
is an example. Timely collection of 
invention or “new development” 
disclosures, followed by periodic 
(e.g., monthly) reviews by company 
decision-makers to identify which 
of the new developments may pro-
vide a competitive advantage and 
be worthy of patent or trade secret 
protection, is recommended. Under 
the AIA those decision-makers have 
an added set of “trade secret” factors 
to consider and new developments 
must be correctly categorized. 

“Self-disclosing” developments 
or inventions (i.e., inventions which 
once seen, are readily understood, 
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made and used) are not protectable 
as trade secrets, so filing a timely 
patent application may be the only 
way to perfect exclusive rights. The 
trade-secret friendly developments 
or inventions, namely those that can 
be protected through secrecy mecha-
nisms (within the scope of MUTSA) 
are “non-self-disclosing” (a catego-
ry that includes many programs, 
devices, methods, techniques or pro-
cesses), so the decision-makers have 
a non-patent option. 

Once decision-makers have col-
lected new development disclosures 
and sorted those which are “self-
disclosing” from “non-self-disclos-
ing,” the patent filing decisions 
can be made. Each self-disclosing 
invention is likely to be selected for 
at least an inexpensive provisional 
patent application so “patent pend-
ing” labeling might at least chill 
competitors for a year. Each non-
self-disclosing invention is likely 
protectable as a trade secret so it 
may be preferable to keep it secret 
and not file a patent application. 
Consideration of filing a provision-
al patent application on new non-
self-disclosing inventions is recom-
mended. If a patent application is to 
be filed, there is an historic incen-
tive to file at least an inexpensive 
“provisional” application by March 
15, 2013. That filing, taken alone, 
can remain a “trade secret.”

Why file a provisional patent 
application on new non-self-disclos-
ing inventions also? Filing a U.S. 
provisional application may prove 
to be an ideal way for smaller com-
panies to warehouse new develop-
ment or invention disclosures in the 
USPTO for defensive (“prior use”) 
proof. Such an application remains 
secret because un-converted provi-
sional applications are not published 

by the USPTO. Unless a provisional 
application is converted (i.e., a later 
non-provisional application claim-
ing priority is filed), the provision-
al application is maintained in the 
USPTO’s electronic (“PAIR”) records 
indefinitely, which may be the best 
way to preserve your client’s “secret 
prior art” for later use as 35 USC 
§273 “prior use” evidence.

When Should you advise 
your Clients?
Advise your clients now. The impor-
tant patent filing deadline for aging 
inventions which have been kept 
under wraps is fast approaching. If 
you want “first-to-invent” priority, 
those applications must be filed by 
March 15, 2013.

If your clients engage in tech-
nology or product development for 
internal use or for others, whether 
your clients have existing undis-

closed inventions or not, ask your 
clients to review their trade secret 
procedures now and implement 
MUTSA-compliant procedures for 
collecting and analyzing invention 
disclosures now. If your clients have 
undisclosed inventions or new pat-
ent applications are to be filed, file 
them on or before March 15, 2013, 
if at all possible, because after that 
date, you will not be able to prove an 
earlier date of first invention.

Keep these invention disclosures 
with assignments in a permanent 
archive. The archived invention dis-
closures are going to be very useful if a 
competitor later asserts that your client 
is infringing a patent on an invention 
something which your client devel-
oped and used independently.

Mr. McKinney, of the firm J. A. 
McKinney & Associates LLC, focuses 
solely in Patents and related Intellectual 
Property Law matters.
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and the 
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By 
Jessica M. Boddy

“Linsane,” “Lintellect,” “Linsational,” 
and most notably “Linsanity” are all terms 

that have been used to describe the basketball 
phenomenon, Jeremy Lin, of the National Basketball 

Association’s New York Knicks. After a mediocre start to 
his professional basketball career, with the fear of being 
cut from the Knicks, the perfect storm of injuries and 
desperation created an opportunity for Lin to make a 
substantial contribution to the Knicks. As Jeremy Lin 
continued to show game after game not only that 

he belonged in the NBA, but that he could on 
some of the league’s best players, interest 

grew in claiming ownership in a piece 
of Lin through “Linsanity.”
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Through his attorney, Jeremy Lin 
filed for trademark ownership of the 
word “Linsanity.” Mason Levinson 
and Scott Soshnick, Jeremy Lin files 
application to trademark ‘Linsanity,’ 
WASH POST, Feb. 23, 2012 avail-
able at www.washingtonpost.
com/business/jeremy-l in-f i les-
application-to-trademark-linsani-
ty/2012/02/23/gIQAI... (last visit-
ed Mar. 6, 2012). But to his surprise, 
his application is one of several 
applications filed with the United 
States Patent and Trademark Office 
(USPTO). Ahead of Lin’s applica-
tion, include Yenchin Chang, an 
Alhambra, California resident, fil-
ing “to be part of the excitement,” 
and Andrew Slaton, a volunteer 
coach to Lin’s high school coach, 
who currently owns the domain 
Linsanity.com and sells merchan-
dise. Debra Cassens Weiss, Jeremy 
Lin Seeks Trademark for ‘Linsanity’; 
Prior Applicant Wanted to Be Part 
of the Excitement, ABA JOURNAL, 
Feb. 24, 2012 available at http://
www.abajournal.com/news/arti-
cle/ jeremy_lin_seeks_trademark_
for_ l insani ty_pr ior_appl icant_
wanted_to_be_part_/ (last visited 
May 10, 2012). 

Section 45 of the Lanham Act 
defines a trademark as “any word, 
symbol, or device, or any combina-
tion thereof- (1) used by a person, or 
(2) which a person has a bona fide 
intention to use in commerce and 
applies to register on the principal 
register established by this chap-
ter, to identify and distinguish his 
or her goods, including a unique 
product, from those manufactured 
or sold by others and to indicate the 
source of goods, even if the source 
is unknown.” 15 U.S.C. 1051, 1127 
(2000). A trademark can be anything, 
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as designated by the applicant, as 
long it helps consumers identify the 
source of a products or goods. Once 
a trademark is registered, the owner 
has exclusive rights to use the mark 
and has recourse under federal law 
against anyone who attempts to use 
the trademark without the trade-
mark owner’s permission. See Id.

Section 43(a) of the Lanham Act 
creates a civil cause of action against 
any person who uses a mark in con-
nection with a product or service, 
which is “likely to cause confusion.” 
Id. at §1125. This section is generally 
enforced by a person protecting their 
rights in “marks, brand names, of 
ordinary merchandise, or services” 
but the broader interpretation of 
this Section “permits celebrities to 
vindicate property rights in their 
identities against allegedly mislead-
ing commercial use by others.” Parks 
v. LaFace Records, 329 F.3d 437, 445 
(6th Cir. 2003), cert. denied, 540 U.S. 
1074 (2003).

Generally, celebrities rely on 
the right of publicity as it aims to 
“prevent unauthorized commer-
cial exploitation of [their] identi-
ties.” Carson v. Here’s Johnny Portable 
Toilets, Inc., 698 F.2d 831, 835 (6th 
Cir. 1983). In Carson, the court rec-
ognized that “a celebrity has a pro-
tected pecuniary interest in the com-
mercial exploitation of his identity. 
If the celebrity’s identity is commer-
cially exploited, there has been an 
invasion of his right whether or not 
his “name” or “likeness” is used.” 
Id. While the right of publicity does 
not provide a celebrity with a trade-
mark right in his or her name, it does 
provide a protectable interest “akin 
to that of a person holding a trade-
mark.” See Parks at 445.

Jeremy Lin seeks protection 

beyond what is generally provided 
under the framework of the right of 
publicity. While he could potentially 
seek to limit the use of “Linsanity” 
by invoking a cause under §43(a) of 
the Lanham Act, he instead wishes 
to obtain the exclusive right pro-
vided to trademark owners under 
§45 of the Lanham Act. See generally 
15 U.S.C. 1125-1127.

The process of filing a trade-
mark with United States Patent and 
Trademark Office requires the fol-
lowing: 

1. Filing of an application in the 
PTO;

2. Examination of the application 
by the PTO, which includes a 
search of PTO’s records (and, 
where conflicts are found, argu-
ment with the PTO regarding the 
likelihood of confusion);

3. Where no conflicts are found, 
publication of the application in 
the PTO’s Official Gazette;

4. A 30-day period begins, dur-
ing which third parties can file 
opposition proceedings against 
the published application; 

5. Where no oppositions are filed 
and the mark is already in use, 
issuance of the trademark regis-
tration certificate.

DICKSTEIN SHAPIRO and 
ASSOCIATION OF CORPORATE 
COUNSEL, Intellectual Property 
Primer: Patents, Trademarks, Copyrights 
and Trade Secrets- An Introduction 
to Intellectual Property for In-house 
Counsel: 3rd Ed., July 2008. 

Applications are generally 
processed and reviewed in the 
order in which they are received. 
Subsequently filed applications 

for the same mark are considered 
to be “conflicting applications” as 
defined in §702(b) of the Trademark 
Manual of Examining Procedure 
(TMEP)- 8th Edition, available at 
http://tess .2 .uspto.gov/tmdb/
tmep (last visited May 12, 2012), 
unless an later filed application 
is made “special.” Id. The trade-
mark examiner assigned to review 
an application conducts an initial 
review of the application, which 
generally consists of making sure 
that no conflicts exist with other 
marks, and that the applicant has 
filed under the appropriate class 
for registration and submitted the 
correct specimen. Id. at §704.01. 
Where this initial review is com-
pleted without further action, the 
application is published and those 
opposing the application have an 
opportunity to comment. Id.

Jeremy Lin’s application for 
“Linsanity” was not the first or even 
second application filed. Therefore, 
if the trademark examiner follows 
the filing order, Lin’s application will 
be considered a conflicting applica-
tion. Assuming that the applications 
are filed in order, for Chang’s fil-
ing, the trademark examiner should 
not find any conflicting application 
causing a likelihood of confusion 
with a previously registered mark. 
This assumption makes it possible 
for Chang’s application to reach the 
PTO’s Official Gazette.

Once posted to the Official 
Gazette, Andrew Slaton and Jeremy 
Lin will have 30 days to file their 
opposition to Chang’s application. 
Slaton currently owns the domain 
Linsanity.com and sells merchandise 
using the phrase “Linsanity.” The 
basic principles of trademark law 
would seem to favor Slaton’s appli-
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cation over Chang’s if Slaton’s use 
of “Linsanity” in connection with 
the merchandise available for sale 
on Linsanity.com pre-dates Chang’s 
trademark application. Chang’s 
comments regarding the filing of his 
application do not indicate any prior 
commercial use of “Linsanity.” See 
WASH POST. 

Assuming that Slaton also oppos-
es the first filing, as the third appli-
cant to file, Jeremy Lin would need 
to prove that his application has 
priority over the first two applica-
tions. Observers commenting on the 
outcome of Lin’s trademark filing 
believe that Jeremy Lin will be suc-
cessful in opposing the first two 
applications filed with the USPTO 
on the basis that “Linsanity” 
would falsely suggest a connection 
between the other applicant and 
Jeremy Lin himself.

Amongst the factors reviewed by 
the trademark examiner assigned to 
a specific application, include this 
consideration that allows the exam-
iner to reject the “registration of a 
mark that consists or comprises mat-
ter that may falsely suggest a con-
nection with persons, institutions, 
beliefs, or national symbols.” TMEP 
at §1203.03(e). Opposition filed on 
this basis is “to protect the name of 
an individual or institution which 
[is] not a ‘technical’ trademark or 
‘trade name’ upon which an objec-
tion could be made under Section 
2(d); and that this statutory right sec-
tion embraces the concepts of right 
of privacy and the related right of 
publicity.” Twiggy v. TJX Companies, 
Inc., 87 USPQ2d 1411, (TTAB 2008) 
citing University of Notre Dame duLac 
v. J.C. Gourmet Food Imports Co., Inc. 
703 F.2d 1372, 212 USPQ 505, 508 
(Fed. Cir. 1983).

Under the framework of the test 
spelled out in Buffet v. Chi-Chi’s Inc. 
226 USPQ 428, 430 (TTAB 1985), 
which serves as precedent for the 
determination of whether a mark 
will suggest a false connection to a 
person, the trademark examiner will 
review the following requirements 
(see TTEB, §1202.03(a)):

1. The mark is the same as, or a 
close approximation of, the name 
or identity previously used by 
another person or institution;

2. The mark would be recognized 
as such, in that it points unique-
ly and unmistakably to that the 
person or institution;

3. The person or institution named 
by the mark is not connected 

with the activities performed by 
the applicant under the mark; 
and

4. The fame or reputation of the 
person or institutions is such 
that, when the mark is used with 
the applicants goods or services; 
a connection with the person or 
institution will be presumed.

Jeremy lin’s False 
Suggestion of a  
Connection opposition
As speculated by observers of 
Jeremy Lin’s pending action, he 
will probably be successful in 
opposing the first two trademark 
applications on the basis of false 
connection of suggestion. Based on 
the trademark examiner’s analysis 
based on the Buffet Test, Lin will 
be able to show a close association 
between his name and “Linsanity,” 
and that use of the word by the 
first two applicants would unmis-
takably point to him. The trade-
mark examiners guidelines do not 
require that the mark “comprise a 
person’s full or correct name to be 
unregistrable; a nickname or other 
designation by which a person is 
known by the public may be unreg-
istrable under the Lanham Act.” 
TTEB, §1203.03(a). Based on this 
guidance, Jeremy Lin should be suc-
cessful in showing that “Linsanity” 
is nickname or catchphrase specifi-
cally attributed to his stardom in the 
NBA. The first and second applicant 
have conceded with regard to this 
requirement, as they have refer-
enced their rationale for seeking 
rights to use “Linsanity” are direct-
ly attributable to nothing other than 
Jeremy Lin’s success. Additionally, 
in the case of Andrew Slaton, his 
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website uses Jeremy Lin’s name and 
likeness in connection with the mer-
chandise sold at Linsanity.com. Geri 
Haight, Mintz Levin, Linsanity: the 
Trademark (Feb. 16, 2012), available at 
http://www.copyrighttrademark-
matters.com /2012/02/16/linsani-
ty-the-trademark/ (last visited May 
10, 2012). 

The third prong requires Jeremy 
Lin to show that he is not connected 
to activities of Chang and Slaton and 
has not granted either of them per-
mission to use “Linsanity.” For pur-
poses of discussion, it is only neces-
sary to consider any possible con-
nection between Slaton and Jeremy, 
since Chang has already conceded 
lack of any connection or permis-
sion. Id. In the case of Slaton, this 
examination may require a closer 
look because Lin attended the high 
school where Slaton later coached. 
Id. However, the possible connec-
tion between Slaton and Lin does 
not suggest that Lin authorized or is 
connected to the activities of Slaton. 
Further, Slaton’s registration of the 
Linsanity.com domain was done 
anonymously and kept private until 
Slaton’s application was filed, where 
he attempted to show commercial 
use of “Linsanity.” Id. The anonym-
ity of Slaton’s use would suggest 
that he lacked permission from Lin 
to use his likeness.

Finally, the fourth prong would 
require Jeremy Lin to prove that, 
due to his fame, a connection would 
be made between him, individually, 
and the mark “Linsanity.” Based on 
Lin’s position and success in the 
NBA, and the general view of ath-
letes as celebrities, his image could 
be viewed of the fame necessary 
to make the connection required. 
Further, with Jeremy Lin pegged as 

the “fastest growing athlete brand” 
and his jersey sales leading in online 
sales, it would difficult to deny that 
he is considered famous in the con-
text of this requirement. Id.

What’s next
As Yenchin Chang, Andrew Slaton, 
Jeremy Lin, and a host of others 
await the outcome of this trademark 
filing, we can only speculate what 
the outcome might be. Considering 
the association of “Linsanity” to 
Jeremy Lin, he should be successful 
in opposing the registrations of oth-
ers. However, this does not mean 
that he will automatically be grant-
ed trademark rights in “Linsanity.” 
He would still be required to show 
actual use or a bona fide intent 
to use “Linsanity,” and satisfy all 
requirements of any other trade-
mark filing. What can be learned 
from “Linsanity” and other exam-

ples of celebrities that have filed 
trademark applications to prevent 
the unauthorized commercializa-
tion of their persona, or opposed 
trademark filings on this basis, is 
that the intersection of trademark 
law and common law right of pro-
vide a means to police these actions. 
However, while a celebrity’s inter-
est may be prioritized over a trade-
mark filer ’s actual use, it does not 
mean that the celebrity has a trade-
mark right in his or her name, 
the celebrity can only limit other 
uses of it. Therefore, a trademark 
right in individuals does not exist, 
but trademark law does provide a 
means to limit unauthorized use of 
individuals.

Ms. Boddy is an attorney at the non-
fiction media company Discovery 
Communications, LLC, headquartered in 
Silver Spring, Maryland, serving as in-house 
counsel to the company’s domestic affiliate 
distribution and education division.
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In your inquiry, you indicated that 
you represent a non-lawyer who 
is negotiating an agreement with a 
business that provides recovery ser-
vices for healthcare customers (the 
“Recovery Business”). The Recovery 
Business is owned by two attorneys 
who are also partners in a local law 
firm (the “Law Firm”). The Law Firm 
provides legal services for clients of 
the Recovery Business who choose 
to institute a lawsuit to recover on 
their claims. 

You have inquired whether the 
Recovery Business and the Law Firm 
can collect fees from the same clients, 
and whether the Recovery Business 
can pay the Law Firm for services 
rendered and/or may the Law Firm 
pay the Recovery Business, without 
violating Rule 1.8.

In an effort to comply with Rules of 
Professional Conduct, you have pro-
posed that, in the event a client of the 
Recovery Business is referred to the 
Law Firm and the Law Firm collects 
on the debt, any recovery would be 
first be deposited into the Law Firm 
escrow account. The Law Firm would 
deduct its fee from the recovery in 
accordance with its retainer agree-
ment with the client and transfer the 
balance to the Recovery Business. 
The Recovery Business would deduct 
its agreed upon fee and the remain-
ing balance would then be sent to 
the client. The non-lawyer would 

subsequently be compensated by the 
Recovery Business in accordance with 
his/her agreement with the Recovery 
Business. In addition, you have 
inquired whether it would violate the 
Rules of Professional Conduct for the 
non-attorney to have an ownership 
interest in the Recovery Business.

analysis
The affiliation of a Law Firm and 
a recovery business\collection 
agency has been addressed by this 
Committee in Opinions 2002-05, and 
2001-21. In addition, this Committee 
has issued several opinions on the 
propriety of lawyers in business with, 
or receiving referrals from, non-law-
yers. See 1994-22, 1996-17, 2000-34, 
2000-35 and 2000-40.

This Committee has expressed 
concerns that Rules 1.7, 1.8, and 
5.4 would be violated if the law-
yers did not disclose to their clients 
their relationship with the Recovery 
Business, including their ownership 
of that business. You have indicated 
that you intend to fully disclose the 
business relationship and have the 
client acknowledge and consent to 
the payment of fees as delineated in 
your inquiry.

The business relationship between 
the Recovery Business owned by the 
lawyers, still presents a concern with 
respect to Rule 5.4, which prohib-

its attorneys from sharing fees with 
non-attorneys except under narrow 
circumstances. The arrangement pro-
posed in your inquiry indicates that 
the Law Firm would not share its 
fees with the Recovery Business and 
therefore would not directly violate 
Rule 5.4. However, the alternative 
arrangement that you proposed in 
your inquiry to whereby the non-
lawyer would share in the prof-
its as a co-owner of the Recovery 
Business would be problematic. This 
Committee has found that such an 
arrangement constitutes fee sharing 
with a non-attorney and therefore 
would be prohibited under Rule 5.4. 
See Opinion 2002-05; and Opinion 
2001-21.

Even with full disclosure and 
the client’s consent to the proposed 
disbursement of any recovery, the 
arrangement presents concerns 
regarding the lawyers’ ability to 
independently exercise their profes-
sional judgment in compliance with 
Rules 1.7 and 1.8, without being 
influenced or constrained by their 
business relationships with the 
Recovery Business and the non-law-
yer. Specifically, Rule 1.7 provides, 
in pertinent part, that: 

(b) A lawyer shall not represent a 
client if the representation of that 
client may be materially limited 
by the lawyer’s responsibilities 

Is There a Conflict of Interest Where Attorneys Own a Collection 
Agency and that Agency Refers Clients to Those Attorneys?
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to another client or a third person 
or by the lawyer’s own interests, 
unless:

(1) the lawyer reasonably believes 
the representation will not be 
adversely affected; and

(2) the client consents after con-
sultation;

This Law Firm must reasonably 
believe that its representation would 
not be constrained because of its 
financial interest in the Recovery 
Business. Given the lawyers’ 
financial interest in the Recovery 
Business, it appears that the lawyers’ 

representation would be adversely 
affected. By way of example, when 
negotiating a settlement with a debt-
or on behalf of a client, the lawyer’s 
advice could be limited or adversely 
influenced by the lawyers’ financial 
interest in the Recovery Business. 
Moreover, a conflict could develop 
if there was a dispute between the 
Recovery Business and the client 
with respect to its fee.

Therefore, your proposed arrange-
ment presents a situation where the 
lawyers’ ability to independently 
exercise their professional judgment 
in compliance with Rules 1.7 and 1.8 
could be compromised.

Lastly, the Committee believes 

it is important to caution the Law 
Firm with regard to its responsibility 
to oversee the conduct of the non-
lawyer. Although the non-lawyer 
works for the Recovery Business, 
not the Law Firm, he or she is still 
an employee of the attorney/own-
ers of the Recovery Business and the 
attorneys are therefore responsible 
for the conduct of the non-lawyer 
and should make reasonable efforts 
to ensure that the non-lawyer does 
not engage in conduct to collect 
the debt that the attorneys ethically 
could not do.

The Ethics Committee
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A fundamental principle in the cli-
ent-lawyer relationship is that, in 
the absence of the client’s informed 
consent, the lawyer must not reveal 
information relating to the represen-
tation. See Md. R. Prof. Conduct 1.6, 
cm. [2]. In terms of social media 
outlets, such as Facebook or Twitter 
(with no intent to be exclusive to 
the two), the rule should apply as 
it would with any other method of 
communication. Blatant, unsolicited 
outbursts of protected information 
by an attorney, such as a posting of 
information relating to the represen-
tation of a client, are easy to indentify 
as potentially violative of Rule 1.6 
and several other rules. Moreover, 
publishing non-privileged informa-
tion via a social networking site may 

open the door to discovery of privi-
leged information, further exposing 
the lawyer to an increased risk of 
a violation of the MLRPC. See, e.g., 
Rule 1.6, cm [4]. 

Disclosure of privileged informa-
tion by a client, particularly on a 
social networking site, presents a 
similar problem. Social-networking 
sites, by their very nature, involve 
the sharing of personal information. 
See 58 Kan. L. Rev. 1279, 1288 (cit-
ing Benita P. Collier, Privacy on the 
Internet: What is Reasonable in a Wired 
World?, 53 Prac. Law. 17, 22 (2007)). 
The types of information found on 
social-networking sites can be divid-
ed into three categories based on the 
level of public disclosure. 58 Kan. L. 
Rev., id. at 1288. First, public social-
networking information may include 
any text or media that is available to 
the general public. Id. Second, semi-
private information includes content 
that is restricted to either a self-select-
ed group of “friends” or a wider, 
unmanageable group of “friends of 
friends.” Id. Third, private informa-
tion includes instant messages and 
user-to-user messages (essentially 
e-mails). Id. 

Maryland case law stands for 
the proposition that what the cli-
ent chooses to tell the world, he 
or she cannot later prevent his or 
her attorney from telling the court. 
Agnew v. State, 51 Md. App. 614, 651 
(1982). Although no Maryland case 

has dealt with a client’s disclosure 
of privileged information on a social 
networking site, other jurisdictions 
have disfavored the application of 
this privilege in similar situations. 
See Lenz v. Universal Music Corp., 
2010 U.S. Dist. LEXIS 119271 (N.D. 
Cal. Oct. 22, 2010)(Finding a volun-
tary waiver when Lenz repeatedly 
disclosed the substance of her com-
munications with her attorney in 
emails, electronic chats, and on her 
personal blog); See also McMillen v. 
Hummingbird Speedway, Inc., 2010 Pa. 
Dist. & Cnty. Dec. LEXIS 270 (Pa. 
County Ct. 2010); Romano v Steelcase 
Inc., 30 Misc. 3d 426, 434 (N.Y. Sup. 
Ct. 2010).

Attorneys should explain to their 
clients the dangers of disclosing 
otherwise privileged attorney-client 
communications to third parties. 
An attorney should warn the cli-
ent about the potential for waiving 
the attorney-client privilege by using 
social networking sites, even if the 
client believes that he or she has 
adequately restricted access to cer-
tain users. Ideally, an attorney would 
explain such dangers in the retainer 
agreement and inform the potential 
client of these risks at the onset of the 
attorney-client relationship.

By James N. Gaither, Assistant Bar Counsel
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